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No. 15,540 


IN THE 


United States Court of Appeals 
For the Ninth Circuit 


}. MARTIN WELCH, 
Appellant, 
VS. 
JUGENE L. GRINDLE, 
Appellee. 


BRIEF ON BEHALF OF APPELLEE. 


I. OPENING STATEMENT. 

[This Brief on behalf of Appellee, Eugene L. 
mindle, hereinafter called ‘‘ Appellee” or ‘‘Grindle,’’ 
in response to the Appellant’s Opening Brief. Ap- 
nt, Welch, has appealed from a Judgment and De- 
tee (TR. 73) of the United States District Court, 
orthern District of California, Southern Division, 
djudging Welch patent No. 2,534,644 as being void 
hd invalid as to all three of its claims on four sep- 
rate and independent grounds (TR. 71) which are 
‘sted below: 

1. Patent No. 2,534,644 is void because the 
application was not filed by the true inventor. 


2. Patent No. 2,534,644 is void because the 
dipstick disclosed in the patent was in public 
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use for more than one year before the applic 
tion was filed. 


3. Patent No. 2,534,644 is void because tl 
dipstick disclosed in the patent was publishel 
in drawing D-32.061.114 more than one ye 
before the patent application was filed. 


4. ach of the three claims of the patent N 
2,034,644 is invalid because it fails to define iu 
vention over the prior art, particularly Hyde ar 
Schmitt. 


The Judgment and Decree also enjoined ary 
directed that the Appellant, Welch inform each ai} 
every of his past purchasers of the dipsticks a 
others that the dipsticks were not patented; enjoin} 
and directed him to inform said past purchasé 
by a written notice first submitted to the Court fi 
approval, together with a list of said past purchasely 
permanently enjoined him from marking any dif) 
sticks or selling any dipsticks already so marked wih) 
any notation of a patent number or the penden 
of a patent and decreeing that each party bear 
own costs. The Appellee also appealed from the fiz 
Judgment and Decree which was subsequently ¢8* 
missed upon Stipulation and Order (TR. 711). 


Tl. STATEMENT OF FACTS. 
A. IN GENERAL. 
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e believe it is necessary to set forth the pertinent 
acts so that the case can be viewed in the proper 
erspective. 


THE BASIC EMBODIMENT OF THE DIPSTICK DISCLOSED 
IN WELCH PATENT NO. 2,534,644 WAS CONCEIVED AND DE- 
VELOPED BY THE APPELLEE, GRINDLE, AND DISCLOSED 
TO THE APPELLANT, WELCH. 


Initial development of the new type dipstick. 

| Because of the difficulty Pan American World Air- 
ays, hereinafter called ‘‘Pan American”’ was having 
ith the wooden dipsticks it was using, Pan American, 
arly in 1948, assigned to Appellee, Grindle, an engi- 
er in its Engineering Department, the project of 
geveloping a new type dipstick (TR. 87). The wooden 
yipsticks were objectionable because chips came off 
A the sticks and clogged the valves of the carbu- 
ptors in the airplanes. The wooden dipsticks were 
iia objectionable because they were often calibrated 
jaccurately and were easily broken (TR. 87). The 
jroject of developing the new type dipstick was as- 
) gned to Grindle because he was a highly qualified 
jechanical engineer with many years of practical 
perience as a design engineer (TR. 82-86). 


‘Grindle, after considerable experimentation and 
evelopment, arrived at what he believed would make 
‘satisfactory dipstick. In the beginning of the de- 
elopment Grindle decided to utilize plastic to elimi- 
Jate the breakage and chipping problem. After 
aking several dipsticks from plastic material he 


4 


formulated the idea of providing a bore in the di 
stick and raising a column of gasoline from a tanl 
by placing a finger over the upper end of the bor 
and then making a reading on a seale on the dipstiek 
Grindle, by experimentation found that the specifi 
eravity of aviation gasoline was such that a flui 
column of over 3/16” in diameter could not be lifte 
in this manner. A dipstick utilizing these principle 
was fabricated and consisted of a 34”x34” plastic e 
trusion through which a bore 3/16” in diameter e3 
tended longitudinally. Calibrations were impresse 
on the outer surfaces of the extrusion (TR. 89 
The dipstick thus constructed was tested and foun 
to operate satisfactorily and was introduced in ev 
dence as Plaintiff’s Exhibit 3 (TR. 90). Howeve 
Grindle was not satisfied with this dipstick becaus 
he thought it might be too expensive to manufactu2 
and also because he had other ideas for improvi; 
the dipstick (TR. 91). 


Grindle’s next development consisted of making 0 
a 3%” square wooden filler 3 feet in length upd 
which he cemented an Ozalid print bearing the prope 
calibrations. The wood filler was then taken to tP 
plastic shop at Pan American and given to a M, 
Herbert Montoya, hereinafter referred to as ‘“‘Mo- 
toya,’’ who was instructed to enclose the assemhy 
in plastic and to provide holes in the plastic fr 
lifting fluid columns. Grindle first instructed Mo- 
toya to make the holes for the fluid columns at te 
corners of the dipstick so that it would not be necé 
sary to look through the fluid columns to read te— 
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; 

jeale (TR. 91). Montoya fabricated a dipstick in 
Necordance with Grindle’s instructions from narrow 
fitins of plastic which had been cut from sheets of 
(/16” thickness and bonded together around the filler 
dyven to him by Grindle. The ends were sealed 
nth plastic pieces also cemented in place to protect 
he Ozalid seale from wetting (TR. 93, corroborated 
i. Montoya TR. 266). Both Grindle and Mon- 
oya made sketches of this dipstick as they re- 
yembered it and they were introduced in evidence 
$s Plaintiff’s Exhibits 4 and 25, respectively (TR. 
4 and TR. 267). 


With the holes for the fiuid columns in the corners 
if the dipstick, Montoya found he had difficulty in 
ealing the corners to prevent leaking (TR. 94, cor- 
‘oborated by Montoya TR. 266.) Grindle then sug- 
-ested moving the fluid columns to the center of each 
ide of the dipstick and Montoya then constructed 
mother dipstick from similar plastic strips. This 
ipstick was tested and found to operate satisfac- 
orily (TR. 94, corroborated by Montoya TR. 267). 
his dipstick was not available for introduction into 
idence because it had been lost or destroyed while 
n the possession of the Plastic Process Company 
‘TR. 98). Therefore, before trial, Grindle had made, 
inder his direction, a replica of this dipstick which 
vas introduced in evidence as the Plaintiff’s Exhibit 
j. This replica or mock-up was fabricated in a man- 
ner exactly the same as the original (TR. 95, corrobo- 
ated by Montoya TR. 268, also corroborated by 
Seagrave TR. 641). 
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2. Grindle disclosed the dipstick he had developed to the Ay 
pellant, Welch. 


After a satisfactory dipstick was completed b 
Montoya in accordance with Grindle’s instructions 
Grindle prepared a drawing of a proposed extrusio 
for the plastic portion of the dipstick (TR. 98), a 
Ozalid copy of which was introduced in evidence g 
Plaintiff’s Exhibit 6 and bears drawing No. A-14 
123.116 and a date of April 28, 1948 (TR. 98-99 
The drawing shows a 34x34” square plastic extn 
sion 144” in length. A hole extending longitudinall 
of the extrusion is shown in each of the four sid 
of the extrusion. The extrusion also is provided wi 
a centrally located 3@”x3” square hole which 
adapted to receive the wood filler upon which ft 
calibrated scale is mounted. 


Grindle prepared the extrusion drawing so thi 
he could submit it to vendors to obtain quotatios 
on the extrusion only. At that time, Pan Americ 
was planning to make the dipsticks in their shop ai 
for that reason Grindle did not show the other cor 
ponents of the dipsticks in the drawing (TR. 99). 


After Grindle had completed the extrusion dra- 
ing, he consulted the classified section of the te- 
phone directory to determine where the plastic € 
trusion manufacturers in San Francisco were locatd 
(TR. 100). It was Grindle’s practice, as well 
that of other engineers, as soon as something a 
had been designed in a specialized field, to consit— 
with the manufacturers to obtain suggestions 1 
adapting the design to the most economical - 
tion methods (TR. 99). 
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} Grindle, accompanied by Marshall T. Seagrave, 
tereinafter called Seagrave, called on the American 
Molding Co. in San Francisco and spoke to a Mr. 
‘ohn G. Robb, hereinafter called ‘‘Robb.”’ Grindle dis- 
issed with Robb the possibility of obtaining the 
roposed extrusion from American Molding and 
“howed him the model plastic dipstick which had been 
Jabricated by Montoya and a copy of the extrusion 
rawing (TR. 101, corroborated by Seagrave TR. 642). 
american Molding was not interested in supplying 
the extrusion because of the small quantity desired 
y Pan American and suggested that a Mr. Martin 
Velch, the Appellant, who represented the Plastic 
?rocess Company of Los Angeles, might be inter- 
sted (TR. 101, corroborated by Seagrave TR. 642). 


| Grindle recalled that his visit to American Molding 
No. must have occurred two or three days after 
the completion of the extrusion drawing, on April 
8, 1948 (TR. 102). Seagrave was able to corrobo- 
ate the fact that the visit to American Molding oc- 
urred sometime the first part of May, 1948 (TR. 
39). 

Grindle did not call on Welch on the same day 
cause Seagrave had to complete some business of 
us own. Grindle called Welch the same afternoon 
f their return or the day thereafter (TR. 102) and 
nformed Welch that Pan American had a_ plastic 
Xtrusion job on which he would like to have him 
tote. Welch informed Grindle that he was in Mill- 
ae and would be glad to drop in to see Grindle at his 
‘fice at Pan American. 
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Welch called on Grindle at Grindle’s office at Pa 
American on the day after Grindle’s call (TR. 102) 
During the conference between Grindle and Wele 
Grindle discussed the evolution and development o 
the dipstick and showed him the various sample 
he had made, and showed him the dipstick fabricate 
by Montoya. During the conversation Grindle gay 
Welch a copy of the extrusion drawing No. A-14.123.1] 
and the mock-up dipstick fabricated by Montoya (T 
103) which was sent to and received by the Plast 
Process Company (see first paragraph of letter date 
May 3, 1948—Defendant’s Exhibit E). After coneh 
sion of the discussion with Grindle, Welch stated th: 
he would get a reply from his company as soon & 
possible and took with him a copy of the cal 
drawing (TR. 103). ‘ 


C. THE STEPS LEADING UP TO THE MANUFACTURE AND saa 
OF FUEL TANK DIPSTICKS BY WELCH. 


1. Welch’s letter of inquiry to the Plastic Process Company. 

After seeing Grindle, Welch, on the same day ¢ 
the day thereafter wrote a letter of inquiry dati 
May 3, 1948 (Defendant’s Exhibit E) to Mr. Hary 
Wenk of the Plastic Process Company (TR. 41) 
which read as follows: 


‘‘The enclosed drawing is a section of a fuel tak 
measuring stick, sample of which is being maild 
you today by Pan-American. 

Will you and Ted please get together on this ad _ 
recommend whatever changes possible to redve 
cost and improve efficiency? 
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You can make any changes necessary, so long 
as we furnish a section with four holes that can 
be no larger than 3/16” diameter, as that is the 
largest size tube that 100-octane fuel will stay 
in, when your thumb closes one end after dip- 
ping into tank. 

The purpose of the stick, as you can no doubt 
see, is to stick same into any one of four differ- 
ent size fuel tanks, place your thumb over the 
hole on one end, and read the amount of fuel in 
the tank. 


You will note on the sample, that there is a wood 
section, upon which is pasted a graduate paper 
scale on each of its four sides. Can you think 
of any substitute section in plastic that can re- 
place the wood? (Maybe a square tube, closed 
at both ends, or ?) 


An alternate design which may work o.k. and 
save material, such as: 


~ 
Lo]  \ 


~» | approx. 84” or less square 


° ° 


would perhaps be better. However, on this shape 
it may be somewhat difficult to get a correct read- 
ing off the scale due to the round corners. 


Please let me know as soon as you can, what 
you’d recommend, in addition to quoting on the 
sample (prices and delivery). 


1000 ft. will be the initial order, so I have warned 
that the cost would be higher than if 5000 ft. 
were ordered. One thousand feet would last Pan- 
Am. several years. It was mentioned that these 
people would have no objection to us selling other 
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airlines this fuel gauge, as they are all presently 
using a metal or wood stick, which is unsatis- 
factory to the extent that the gasoline evaporates 
so rapidly that an accurate reading is not always 
obtained. | 
We are only to furnish the extrusion, not the 
paper scale charts or the wood. (Unless, as men- 
tioned above, you can think of something ir 
plastic to replace the wood.)’ 


The first paragraph of the letter states that the 
drawing was enclosed with the letter showing a see 
tion of a fuel tank dipstick and it is clear that thi 
drawing was the extrusion drawing Welch had re 
ceived from Grindle (TR. 414). The same para 
graph also states that a sample fuel tank measurin; 
stick was being mailed on the same date to Plasti 
Process Company by Pan American. The sampl 
referred to is the mock-up dipstick fabricated b 
Montoya. 


In the second paragraph of the same letter, Wele 
asked Mr. Wenk and Mr. Kerr to get together o 
the fuel tank dipstick and recommend whateve 
changes possible to reduce the cost and improve 
efficiency. From this it is apparent that Grind. 
informed Welch that the extrusion proposed fk ; 
Grindle was not final and that he would be amenab: 
to any changes which would reduce the mamata coal 


cost. ' 


: 
Welch denied seeing the mock-up dipstick fabr — 


cated by Montoya (TR. 415). However, the fifi — 
paragraph of the same letter begins with the wors 
‘“You will note on the sample’’ which certainly in- — 
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ates that Welch had an opportunity to observe the 
Jonstruction of the mock-up dipstick that was being 
ent to the Plastic Process Company. The fifth para- 
raph is very specific and specifies that the mock-up 
apstick included a ‘‘wood section, upon which is 
asted a graduate paper scale on each of its four 
ides.’ The letter, in general, gives a very lucid 
escription of the mock-up dipstick which it is sub- 
aitted would have been difficult to give if Welch had 
aerely seen the extrusion drawing which contained 
© information about the general construction of the 
ipstick. This is particularly true since Welch had 
‘0 previous knowledge or experience in dipsticks 
'TR. 566). 


il 
‘ 


‘Welch contends that he was not aware at the end 
i his initial conference with Grindle that end plugs 
vere required for sealing the ends of the dipstick 
0 prevent wetting of the paper scales (TR. 553). 
fowever, in the last sentence of paragraph five of 
ne letter of May 3, 1948, Welch asked Mr. Wenk 
thether he could think of any substitute section in 
jastic that could be used to replace the wood filler 
nd then made the suggestion of a square tube closed 
both ends. It is submitted that this certainly inti- 
lates that Welch knew on May 3, 1948, that the ends 
f the dipstick had to be sealed to protect the paper 
leale. Welch admitted on cross-examination that this 
uggestion could mean the square tube in which a 
sradunied paper scale had been positioned and sealed 
t both ends to prevent damage to the paper scale 
wi. 568). 


— 
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Welch admitted that in his initial conference wit 
Grindle that Grindle had shown him other samp] 
dipsticks (TR. 410 and 414). It is difficult to beliey 
that Grindle would not have shown the mock-up dij 
stick fabricated by Montoya to Welch because the 
was the type of dipstick for which the extrusion we 
intended. That the mock-up dipstick had been con 
pleted by this time is clear because Grindle had tk — 
mock-up dipstick with him when he consulted Ame 
ican Molding Co., who referred him to Welch. 


2. The quotation by Plastic Process Company. 


My. Kerr, hereinafter called ‘‘ Kerr,’’ of the Plast 
Process Company, testified that he recalled receivir 
the letter dated May 3, 1948, the extrusion dray 
ing enclosed with it (TR. 369 and 372) and th 
mock-up dipstick sent to the Plastic Process Compar 
(TR. 373). Kerr described the mock-up dipstick 3 
he remembered it, as consisting of pieces of shet_ 
stock that had been cemented together to form? 
square tube, the square tube having four orifices ail 
containing a wooden stick in the center (TR. 374. 
Kerr also testified that he remembered that the ens 
of the mock-up dipstick were flush, that is, that te 
ends of the wood filler were flush with the inner ad 
outer ends of the dipstick (TR. 378) and that it hd 
no end closures (TR. 380). That the mock-up dir 
stick had no end closures contradicts the testimoy 
of Grindle which was corroborated by the testimoy 
of Montoya (TR. 266) and Seagrave (TR. 641). — 


iss 

| 

| This conflict in the testimony is relatively unimpor- 
tant except for the fact that Welch contended that 
he did not know that the ends of the dipstick had 
10 be sealed until some time after his initial confer- 
mee with Grindle. It is submitted that it is far more 
‘reasonable to believe that the ends were sealed since 
a paper scale was pasted on the wood filler. Grindle 
vould have been unable to test the mock-up dipstick 
vithout sealing the ends because the paper scales 
vould have been ruined by the gasoline. 


Kerr testified that after he had received the 
nock-up dipstick on May 10, 1948, he simplified the 
yonstruction by using standard extrusions which the 
lastic Process Company was already manufacturing. 
de made a sample which, with a quotation (Plain- 
Aff’s Exhibit 35) dated May 11, 1948, and a letter 
if explanation dated May 11, 1948 (Defendant’s Ex- 
tibit I) were sent to Welch. In making up the 
ple, only two tubes were used because if four 
{@ had been used, there would have been insufficient 
izea on the wood filler for placement of scales. Each 
jube, therefore, had to service two scales. 

| Kerr stated in the letter dated May 11, 1948, that 
ie had simplified the mock-up dipstick supplied by 
Pan American by proposing the use of standard ex- 
tusions because making the die for Grindle’s pro- 
posed extrusion would be too expensive for the quan- 
vity of extrusion desired. Kerr also stated in the 
fetter that he made the wood filler by cutting two 


quare grooves in opposite corners (TR. 385) and 
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that he had removed a sufficient amount of width t 
permit 14” tubes (standard extrusions) to be inserte¢ 
between the wood filler and the 34” x 34” square tubin 
(another standard extrusion) (TR. 386-387). 


The quotation dated May 11, 1948, stated that th 
Plastic Process Company was willing to quote a pric 
of $1.79 each for all the components of the dipstie 
ready for assembly as per the sample submitted b 
Mr. Kerr without calibrations and to be made 
clear Tenite IT. 


In the letter dated May 11, 1948, Kerr commente 
on the sample he was sending to Welch and state 
that each round tube serviced two scales and th 
each tube was allowed to extend above the top of tF 
square tubing for ease of operation. From this lette 
it would appear that the round tubes must have bee 
held firmly in place by the wood filler inserted F 
Kerr. Otherwise both of the round tubes would né 
have been held in place to extend above the top 
the square tubing. Welch admitted receipt of tl 
letter dated May 11, 1948, and the sample made 
Kerr consisting of three assembled pieces of plast 
tubing in a wood filler (TR. 422). | 

: 


3. Grindle’s second conference with Welch. 

After his initial conference with Welch, Grine 
did not hear from Welch until approximately oe 
week later (TR. 104), at which time Welch walkd 
into Grindle’s office and stated that he had receivd 
a reply from his company (TR. 104). Welch brougt 
with him a piece of 34” square 1/16” wall plase 
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tbing and two pieces 14” outside diameter round 
“bing, all three pieces being approximately 3 fect in 
mgth (TR. 104). 


Welch stated that his company had studied the 
yoposed extrusion and said that it would be costly 
) produce and offered the standard extrusions made 
) his company as a possible substitute (TR. 105). 
Yelch delivered the square and round tubing in a 
* state and the round tubes definitely were not 
eld in place within the square tubing by a wooden 
iler (TR. 105). Examples of the tubing submitted 
y Welch to Grindle were placed in evidence as Plain- 
fs Exhibits 7A, 7B and 70. The round tubes 
ibmitted by Welch were similar to those that Grindle 
wd drawn out of Pan American stock to check the 
oper cross-sectional area for aviation gasoline (TR. 
6). Grindle had also used solid 34” square plastic 
-trusions and had seen square tubular metal extru- 
jons (TR. 106) so that the standard extrusions sub- 
yitted by Welch certainly were not new. 


)Welch was able to fix the date of his second visit 
fith Grindle because of a letter he had written on 
Da 14, 1948, to Plastic Process Company (Defend- 
it’s Exhibit 0). The letter stated that he was going 
«see Pan American that afternoon and thanked the 
‘astic Process Company for the quick service. 


j There is a direct conflict in the testimony as to 
sactly what Welch gave to Grindle. Welch testified 
jat after receiving the sample from Kerr that he, 
gether with his neighbor, Mr. Klein, hereinafter 
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ealled ‘‘Klein,’?’ made a new wood filler (TR. 434 
for a purpose which is not altogether clear and the 
submitted the assembly consisting of the 34” squa: 
tubing, the two 14” round tubes and a wood fille 
to Grindle (TR. 434). 


If we are to assume that Welch’s statements ay 
true, the sample which was not mailed from Los A- 
geles until on or after May 11, 1948, had to be 17 
ceived by Welch in his office in San Francisco 7 
May 13, 1948. He then would have had to take ta 
sample home with him that same evening of the 131, 
He and Klein would have had to make up a nq 
filler for the sample dipstick that evening so tlt 
he could bring it back to his office in San Franciso 
the next morning for submission to Grindle that aftr- 
noon. It is submitted that it is far more reasona/e- 
to believe that Welch did not actually receive te 
sample dipstick sent by Kerr from Los Angeles unl 
May 14, 1948, and that on the same day of rece 
he took the standard plastic extrusions without 1 
wood filler and submitted them to Grindle on 
way home to Millbrae. 


It is difficult to believe that Welch would have gae 
to the trouble of making a new filler in view of 2 
fact that the changes, which he claims were mae, 
were very minor. This is particularly true sinceat 
this time Welch did not know whether Pan Ameria 
would allow him to quote on a complete dipstick. 

In delivering the standard plastic extrusions 0 
Grindle, Welch failed to deliver the quotation of he 
Plastic Process Company dated May 11, 1948, wieli 
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vas addressed to Pan American (TR. 582). It is 
inknown why Welch did not submit the quotation 
jo Grindle but it can be surmised that it was for the 
ieason hat Welch himself wished to quote on the 
omplete dipstick rather than having the Plastic 
Process Company quote on the plastic components 
ind the wood filler for the dipstick. In that way it 
vould be possible for Welch to enter into the business 
f manufacturing and selling dipsticks which he was 
jarticularly interested in doing for financial reasons 
(PR. 496), and for the same reason Welch might 
ave removed the filler placed in the assembly sent 
\p by Kerr before he took the standard plastic ex- 
usions out to Grindle (TR. 683). 


Welch in his deposition (Plaintiff’s Exhibit 34) 
dmitted that the Plastic Process Company had sub- 
utted a quotation for the component parts of a dip- 
tick including the wood filler, the square tubing and 
he two round pieces of tubing (page 11, lines 21- 
't), whereas, at the trial he testified that the quota- 
on of May 11, 1948, did not include the wood filler 
“TR. 584). It is submitted that Welch’s position 
t trial was untenable because otherwise Kerr would 


‘ot have been able to make the following statement 

a his letter of May 11, 1948: 

' “T should like to quote on all of the components 

_ as that would enable us to furnish an assembly 
ready for calibration with an assurance that all 


of the parts will go together.”’ 


; By “‘all components’? Kerr must have meant that 
‘e intended to include the wood filler in the quotation. 
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Otherwise, he could not be sure that all of the par 
would fit together. 


4. Redesign of the dipstick by Grindle to incorporate the use 
standard plastic extrusions. 


After receiving the standard extrusions fro 
Welch, Grindle took the extrusions back to the dra 
ing department at Pan American and gave them 
the drafting supervisor, Mr. Ray Chong, hereinaft 
referred to as ‘‘Chong’’ (TR. 107). This was corro 
rated by Chong, who stated that Grindle had broug 
him a sketch together with some square tubing a 
some round tubing in a separate state (TR. 27 
The preparation of the drawing was delayed (T 
272) but the drawing was finished on June 4, 19 
(TR. 273) and was identified as Pan American dra 
ing No. D-32.061.114. The drawing was officially J 
leased on June 7, 1948, after it had been signed 
Grindle (TR. 683). However, prior to the date t 
drawing was released, Welch called on Grindle a@. 
asked for the opportunity to quote on the entire diy 
stick assembly. Grindle gave Welch permission 
quote and gave him an advance copy of the drawi 
so that he could make up a sample dipstick ( 
112 and 683). At the same time Grindle returned 
standard extrusions to Welch (TR. 114) and gee 
him an Ozalid of the calibration chart (TR. 115). 


Prior to the time that Grindle gave Welch p 
mission to quote on the complete dipstick, Grin 
had intended to make up a production model in 1 
shop at Pan American in order to test the dipstk 
to see if it would be acceptable (TR. 112). Siz 
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xe drawing was dated June 4, 1948, the advance copy 
wen to Welch was given to him on that day or a 
ay or two prior to June 4, 1948 (TR. 113). Chong 
prroborated the fact that advance prints were often 
jven of drawings made at Pan American (TR. 272). 


The advance copy of the drawing given to Welch 
as substantially in the same form as that shown in 
lefendant’s Exhibit P except the drawing at that 
ime called for plugs of 1/16” in thickness for seal- 
‘¢ the ends of the dipstick instead of the 11/32” 
mugs which are shown in the drawing at the present 
me (TR. 113 and 683). 


The sample production dipstick constructed by Welch. 
Within a few days after Grindle had given Welch 
1.advance copy of the drawing, Welch returned with 
1 assembled dipstick for testing purposes. The dip- 
‘ick contained a wood filler which accommodated the 
‘und tubes. The Ozalid print which had been given 
him by Grindle was cemented on the wood filler 
id each of the ends were sealed within plastic plugs 
[R. 115). 


It will be recalled that there was a conflict in 
stimony as to whether or not the standard extru- 
ons had been delivered to Grindle with a filler (see 
rading IJ C 3 in this brief). It is submitted that 
iis far more reasonable to conclude that Welch 
*st went to see Klein after the standard extrusions 
jid been returned to him by Grindle and not at the 
me the sample was received from Los Angeles. 
“hen the standard extrusions were returned to Welch 
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by Grindle, Welch would have reason to make up 
wood filler because he would need one for assembli 
the sample production dipstick. This conclusion 
buttressed by the fact that Klein testified that We 
only brought over three pieces of plastic tubing ( 
535). Welch failed in trymg to convince Klein pri 
to the trial that he had also brought over a wo 
filer (TR. 548). 


After receiving the sample production dipstick fr 
Welch, Grindle made plans to test it and ealled iz 
Mr. Harold Schmidt, hereinafter called ‘‘Schmid 
because he was the one who had initiated the requi} 
for a new dipstick design (TR. 117). The test t ! 
place prior to or on June 7, 1948 (TR. 117) and wi 
for the purpose of determining whether or not # 
new type dipstick would withstand the abuse that 
would have to take (TR. 118). The test consis#@ 
of dropping the dipstick from a walkway which Wa 
approximately 15 feet above the hangar floor a@ 
which fairly well simulated the height of an airp]ng 
wing (TR. 118). The dipstick was thrown repeateé 
against the hangar floor with definite attempts 
throw the dipstick in such a manner that it walt 
strike the hangar floor on one of its ends. It 
not until the ninth throwing of the dipstick thaa@ 
shifting of the wood filler caused the end plug tdh 
pushed out and to crack the square tubing (TR. 19) 

Schmidt witnessed the entire test and took jam 
in the test (TR. 118). Schmidt corroborated theen 
tire dipstick test and specifically recalled that tit 
dipstick test had calibration paper wrapped ard 
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»wooden filler and that the ends of the dipstick were 
valed with end plates (TR. 282). Schmidt also testi- 
od that the dipstick withstood the test quite well 
nt the impact of the test caused one of the end 
ates to be displaced (TR. 284). 


— 


‘Since the sample production dipstick submitted by 
7 elech had been tested to destruction, Grindle, before 
jal, made up a replica (Plaintiff’s Exhibit 9) of the 
ipstick submitted by Welch. 


)After completing the destruction test, Grindle con- 
uded that the ends of the dipstick would have to 
istrengthened (TR. 119). He, therefore, increased 
e thickness of the end plugs to 11/32” as shown in 
awing D-32.061.114 (Defendant’s Exhibit P) to get 
iore adhesion strength from the plugs so that they 
uld resist the impact of the wooden filler when the 
ipstick was dropped on one of its ends (TR. 121). 


Welch admitted that he was requested to make up 
sample production dipstick so that it could be 
(sted for durability (TR. 4386). However, Welch 
ymied that he had ever submitted a completed dip- 
jek to Grindle for testing purposes and contended 
gat the durability test was made with the incom- 
#2te sample that he had left with Grindle at the 
jne of his second visit with Grindle (TR. 486). 
(cording to Welch’s testimony, the sample dipstick 
sted consisted of only four pieces, the square tubing, 
nk two rund tubes and the wooden filler holding the 
and tubes in place. This sample dipstick did not 
tude a scale or end plugs (TR. 574). 
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It is submitted that it is highly improbable th: 
Grindle would have conducted a durability or 
struction test upon a dipstick that had not been co 
pleted, particularly when there were no end plugs 
prevent the filler and round tubes from shifting re 
tive to the square tube. Such an assembly, if dropp 
would almost immediately fall apart. 


6. Quotation on the dipstick by Welch. 
Within a day or two after Welch had deliver 
the sample production dipstick for testing, he del: 
ered a quotation (Plaintiff’s Exhibit 10) bearing 
date of June 7, 1948, for 300 dipsticks (TR. 12% 
The pertinent portion of the quotation reads 
follows: 
‘*300—dipsticks, complete (per sample submit 
but with printed eenle) 22 ee ae $3.00 
While our quotation is based on 300 units, 
can assure you that 100 units will be furnis 
you for the same price, or less. 
Please make out any orders to our San Francifh} 


office, to be mailed to 55 New Montgomery + . 
Sab oe Calin. — 


This quotation of June 7, 1948, refers to a samill- 
submitted by Welch. Undoubtedly, the sample 
ferred to is the sample production dipstick which vat 
tested to destruction by Grindle (TR. 127). Weft 
however, testified to the contrary and stated that Dy 
sample referred to in the quotation was the ine 
plete one delivered to Grindle on or about May 
1948 (TR. 465). 
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The quotation of June 7, 1948, however, definitely 
otes on dipsticks which are complete. The only 
2zeption referred to on the quotation is to the scale 
d for that reason it must be assumed that the 
nple referred to was complete with end plugs and 
w% it was the sample production dipstick submitted 
Grindle for destruction tests. The reference to 
, printed scale in the quotation merely meant that 
elch was to supply printed scales rather than the 
alid scale which was in the sample production dip- 
eC TR. 127). 


ii The letter of June 10, 1948. 

Within a day or two after Welch delivered the 
otation of June 7, 1948, Welch asked Grindle for 
release from Pan American to sell the dipstick to 
ier airlines (TR. 128). Welch asked Grindle if he 
pught the dipstick would be of any use to other 
rline operators. Grindle replied in the affirmative 
eause the dipstick was a substantial improvement 
fer anything used at the time and for that reason 
Velch would have no trouble in selling it to other 
ople (TR. 128). At the same time Welch asked 
> the release, he stated that in consideration for 
+ release he would continue to sell the dipsticks 
‘Pan American for $3.00 each (Tr. 129). Grindle 
ted that before he could give a release it would be 
feessary for him to check with his superiors (TR. 


During the same conference, Grindle informed 
elch that he would initiate a requisition for 100 
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dipsticks and that a purchase order would be fort 
coming (TR. 130). It is evident from the letter 
June 9, 1948 (Defendant’s Exhibit J), written 
Welch to Plastic Process Company that the ab 
conference took place on June 9, 1948. The followi 
pertinent portion of the letter was read into evide 
by Kerr: 
‘*P.S. As mentioned to Ted over the phone, : 
going to make up 100 only dipsticks, compl 
with printed scales and plastic plugs in each ei 
These people originally asked us to quote on é 
units, however, the engineer informs me that n 
he’ll only be able to order 100 units (they 
take another 100 or so at a later date, however, 4 
(Emphasis supplied) (TR. 391-392). 


20 


In the quoted paragraph of the letter, Welch stated 

lat he was going to make up 100 dipsticks com- 
ete with printed scales and plastic plugs at each 
id. It is apparent that here again there is docu- 
entary evidence that Welch knew that the dip- 
‘cks required plastic plugs in each end and that 
ey were to be complete with printed scales. 


In accordance with his promise to Welch, Grindle 
sued a requisition and apparently sent a copy to 
felch because Welch stated in the letter of June 9, 
48, that one was being mailed to him on that day 
WR. 130). 


'Grindle asked his superiors whether Pan American 
puld give permission to Plastic Process Company to 
: the dipstick to other airlines and informed them 
lat in consideration for such permission, Pan Ameri- 
in would receive a price concession from the Plastic 
lrocess Company (TR. 136). Grindle’s supervisors 
tve him permission to give such a release on this 
tndition (TR. 136). Grindle then wrote the letter 
*Jaintiff’s Exhibits 12 and 18) which is dated June 
], 1948. The original letter was introduced in evi- 
mee as Exhibit 12 and the Pan American carbon 
(py was introduced in evidence as Exhibit 13. 


The first paragraph of the letter states that Grindle 
{is enclosing therewith three copies of drawing No. 
}:32.061.114 (Exhibit P) and that a purchase order 
Wuld be issued for 100 units based on the quotation 
(ted June 6, 1948. 


The second paragraph of the letter states that the 
(sign of the dipsticks had been altered from the 
(iginal sample ‘‘to incorporate solid blocks in each 
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end for additional strength.’’ This refers to th 
11/32” end plugs which were substituted for the 1/1 
end plates in drawing D-32.061.114 after the destru 
tion test had been completed on the original produ 
tion sample delivered by Welch. 


The second paragraph of the letter of June 10, 194 
also stated that the assumption was made that tk 
use of solid plastic blocks in the ends would not 
crease the cost of the dipsticks more than 25c pe 
unit. The drawing D-32.061.114 previously called { 
1/16” end plates and, therefore, the 25c was addey. 
to the $3.00 quotation made by the Plastic Procey 
Company to take care of the increase in cost (T 
129 and 1838). 


The third paragraph of the same letter stated t 
Grindle was sending an original graduation chart 
Welch under separate cover to avoid damage. T 
chart was to be used by Welch for reproducing scal 
for the dipstick (TR. 183). 


The fourth and fifth paragraphs of the letter 
June 10, 1948, read as follows: 
‘‘This liquid column type dipstick was deve” 
oped to satisfy our needs for an accurately ca 
brated, durable airplane fuel quantity measurl: 
device which can be read easily under all ope), 
ating conditions. In testing the durability 
the sample stick, we threw it to the conere 
hangar floor from a height of twenty feet wil 
full force, to obtain an accelerated service tit” 
of repeated dropping from the airplane wi 
After the ninth time it cracked the end, thex 
fore, although it far exceeded our expectatios, 
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we have incorporated solid plastic blocks in the 
end to make it even more durable. The cellulose 
acetate butyrate plastic sticks will undoubtely 
far exceed the durability of the wooden sticks 
now used by us and most airline operators, due to 
its high resistance to impact, abrasion, hydro- 
carbons and discoloration. 

There should be a demand for this plastic stick 
among other operators and merely by changing 
the calibration slip, it could be adapted to air- 
eraft types other than the DC-4.”’ 


These paragraphs of the letter explain why the 
ipstick was developed and some of its more salient 
atures and characteristics. They also explain why 
vere should be a demand for the dipstick among other 
ivlines (TR. 134). 

The fourth paragraph of the letter also clearly 
srroborates Grindle’s testimony concerning the de- 
sruction test made on the sample production dipstick 
abmitted by Welch. 


The sixth and last paragraph of the letter reads 
s follows: 


“This letter will constitute release of the design 
to you to market as you see fit.’’ 


In this paragraph Grindle intended to give the 
lastic Process Company, Pan American’s permission 
sell the dipstick to other airline users, but did not 
atend to convey any of his own personal rights such 
S patent rights that he might have in the invention 
TR. 137 and 323). At that time, Grindle was well 
ware that Pan American had practically no interest 
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in patents on production items since they were n 
manufacturers. Grindle was also well aware thi) 
it was the patent policy of Pan American to merey 
retain a shop right in the invention even thougy 
the invention may have been developed completely 
company time, and for that reason he would hay 
patent rights in the dipstick he had invented (TI) 
138). 


The Pan American earbon copy of the letter 
June 10, 1948, differs from the original copy of ti) 
letter in that the Pan American office copy shows t 
blind distribution. The Pan American office co 
also contained the special note telling the Pan Amer. 
ean Divisions that one of the production dipsties) 
would be sent to each of them for comment and pc 
sible use and mentioned that the dipstick would ed 
approximately $3.00 each (TR. 133). This note de 
nitely indicates that Grindle was of the opinion thf) 
Pan American was to receive a price considerati 
and that the dipsticks would continue to cost appro 
mately $3.00 each. The price consideration for f 
release given to the Plastic Process Company was n 
stated in the body of the letter because Grindle d 
not want other perspective customers of the Plas 
Process Company to know that Pan American w 
to receive a reduced price (TR. 1386). 


Welch contended that the release given in the lettr 
of June 10, 1948, was unsolicited and was giv1 
gratuitously (Welch deposition, Exhibit 34, page ¢, 
lines 8-9). It is clear, however, from the letter 
June 9, 1948, written by Welch to Plastic Proecs 
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fompany that such permission was requested. It is 
Iso submitted that a large corporation such as Pan 
imerican does not ordinarly give such a_ release 
ratuitously and without being asked. 


It should be noted that the letter of June 10, 1948, 
as addressed to the Plastic Process Company, Inc., 
nd the release given therein was given to the Plastic 
*rocess Co., Inc., and not to Welch as an individual. 
t this time Grindle did not know that Welch was 
oing to undertake the manufacture of the dipstick 
aemselves but was of the opimion that the Plastic 
*rocess Company was going to make the dipsticks. 
Velch was only a representative of the Plastic 
*rocess Company and not an employee (TR. 605). 


The issuance of the Pan American purchase order to the 
Plastic Process Company. 


On June 21, 1948, Pan American’s purchase order 
0. 30-3017541 (Exhibit 11) was issued to the Plastic 
rocess Company. The order called for 100 C-54DC 
uel tank dipsticks at a price of $3.25 each. The 
urchase order states it is confirming to Mr. Welch 
idicating that a requisition had already been sent 
> Welch. A copy of drawing D-32.061.114 (Exhibit 
») was enclosed with the order. The purchase order 
hows a delivery of one month which indicates that 
elch had promised to deliver the dipsticks within 
month after receipt of the order (TR. 455). 
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9. Planning at Pan American to prepare for the receipt of tt 
order of dipsticks. 


On June 14, 1948, Grindle wrote a letter (Exhib 
14) to the Division Operation Manager telling hn 
the preparations that would be required to use ¢ 
new type liquid column plastic dipsticks. Grind 
wrote another letter (Exhibit 15) dated June 22, 194: 
to all Station Operation Managers, all Chief Mecha 
ics and all Flight Engineers stating the change 
required in the Maintenance Manual and Operatio 
Manual maintained by Pan American to implemer 
the use of the new type dipstick. The letter als 
stated that Pan American planned to place one ¢ 
the new type dipsticks aboard each airplane startir 
August 1, 1948. 


These letters show that well prior to the date tl 
dipsticks were to be put into use, the people involve 
at Pan American had been fully instructed in the: 
use. 


10. Welch’s steps in producing dipsticks, 

After receiving the purchase order from Pan Ame 
ican, Welch sent his purchase order (Defendant 
Exhibit L) to the Plastic Process Company. The pv- 
chase order was dated June 23, 1948, and was fe 
warded with a letter (Defendant’s Exhibit K) alo 
dated June 23, 1948. The first paragraph of the letir 
confirms that Welch had promised delivery witkn 
three or four weeks. The letter also states that t 
print (Defendant’s Exhibit P) called for an 11/2” 
plastic plug and asked for all information or sugges 
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bons as to how to best assemble the dipstick. A letter 
‘Defendant’s Exhibit T) from the Plastic Process 
Yompany to Welch dated June 28, 1948 stated that 
pe Pan American dipstick order would be shipped 
‘hat week. 


During the time Welch was filling this first order, 
Welch informed Grindle of the trouble he was hav- 
ng in printing up the scales for the 100 dipsticks 
mdeved by Pan American. Welch told Grindle that 
ie had difficulty with the printing plate and that it 
yould be very expensive to make another one. Welch 
tated that he could not tolerate such an expense in 
onnection with the Pan American order (TR. 691). 
wrindle then told Welch that Pan American had facil- 
ties of its own so he could make the charts for him. 
Brindle had several hundred copies of the charts made 
‘wn a Multilith machine at Pan American. The charts 
vere in three sections because of the size of the Multi- 
ith machine. These charts were given gratuitously to 
Welch (TR. 692). 


f Welch, on direct examination, testified that the 
mitial charts for the dipsticks was made by Mr. Frank 
‘Burke of the Independent Press Room (TR. 459). 
—) this testimony is directly contrary to testi- 
‘nony in his deposition (TR. 595-598). 
Welch also testified that he had difficulty in sealing 
en plugging the ends of the dipsticks and for that 
i “eason delivery was delayed from July 21 to August 
12, 1948 (Tr. 437). Instead of using end plugs as 
“specified in Grindle’s drawing D-32.061.114, Welch, 
‘ndicating his lack of knowledge of plastics, tried fill- 
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ing the ends of the dipsticks with cellulose acetat} 
butyrate cement (TR. 473). Since this cement wal 
comprised of a large percentage of solvent whie 
evaporated upon drying of the cement, the ends 
the dipstick were drawn in and distorted (TR. 473) 
Grindle realized that Welch was having trouble sea 
ing the ends of the dipsticks but considered that j 
was due to his mechanical inaptitude (TR. 201). 


In attempting to properly seal the ends of the di 
stick Welch consulted several plastic companies it 
cluding a Vernon C. Rollins hereinafter called ‘‘Ro 
lins,’’? of Monsanto Chemical Company (TR. 4749 
Rollins suggested the use of a plurality of thicknesse: 
of sheet material for sealing the ends of the tub 
(Tr. 297-298). Welch secured some sheet plastic an” 
caused a plurality of thicknesses of sheet material 
be cut out to the conformation suggested for the e 
plugs in detail 6 of Grindle’s drawing D-32.061.1] 
(TR. 475). These were laminated together to form e 
plugs of substantially the same thickness recommend 
by Grindle’s drawing D-32.061.114 (Defendant’s Ey 
hibit P). Also see patent No. 2,534,644, column 2, lini 
21-31 for a description of the manner in which 4 
end plugs were made. These laminated end plu 
serve the same function as the solid plugs shown : 
Grindle’s drawing D-32.061.114 in that they serve © 
keep to a minimum the amount of cement required ° 
seal the ends of the dipstick. Thus, when the solve: 
evaporates as the cement dries, the ends of the di; 
stick are not drawn in or distorted. This is becaur 
the percentage of solvent relative to the total mas 
filling the ends of the dipstick is very small. A 
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1. Receipt of the first production dipsticks by Pan American. 
Welch delivered 54 of the dipsticks on Pan Amer- 
van PO 30-3017541 on August 12, 1948. Ona Receiving 
teport No. 49986 (Plaintiff’s Exhibit 17) dated Au- 
ust 12, 1948, 47 of the dipsticks were received. The 
eceiving report bears a notation that the other 7 dip- 
ticks were rejected. Receiving Report No. 49700 
Plaintiff’s Exhibit 16) states that the 7 dipsticks 
rere rejected because the scales were improperly 
cated in the tubes. The receiving report No. 49700 
nows clearly that the 7 dipsticks were rejected be- 
ause of improper location of the scales which would 
idicate that the first dipsticks were supplied with 
le sectional scales made by Pan American rather than 
ie one piece scales made by the Independent Press 
toom as testified by Welch (TR. 459). Grindle, at 
ye time Welch delivered the first dipsticks to Pan 
merican on August 12, 1948, expressed dissatisfac- 
on with the distorted ends but did not reject the dip- 
icks for this reason since they were still funetional 
TR. 126). 


The delivery of the 54 dipsticks by Welch was two 
eeks after the deadline set by Pan American (TR. 
1). Under the original schedule set up, it had been 
lanned that the dipsticks would have been distributed 
nd placed in use around the world prior to August 
, 1948 (TR. 141). 


2. Public use of the dipsticks more than one year prior to 
August 17, 1949. 


Immediately after the dipsticks were received on 
iugust 12, 1948 by Pan American, Grindle took sev- 
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eral of the acceptable dipsticks to the Pan Amerieé 
equipment shop and instructed them to immediate 
put the new type dipsticks on the airplanes. Fro 
that day on every Pan American airplane that le 
San Francisco had the new type dipstick on it. Grin 
took several of the dipsticks to the flight engineeri 
office and left them with the flight engineers (T 
143). 


The dipsticks delivered by Welch on August ] 
1948 were made in accordance with Pan Amerie 
drawing D-32.061.114 (Defendant’s Exhibit P) wi 
the exception of the plugs in the ends. The ends we 
filled with cement rather than being filled with plu 
as required by the drawing (TR. 148). 


13. The ‘‘A’’ change on Pan American drawing D-32.061.114 

Shortly after the first dipsticks were received 1 
August 12, 1948, Grindle caused a change to be ma 
to drawing D-32.061.114 which is the ‘‘A”’ cha 
shown in the upper right hand corner of the Ph 
American drawing D-32.061.114 (Plaintiff’s Exhil 
8). The ‘‘A”’ change was made so that the dipstié 
delivered by Welch could be accepted by the receivig 
department. 


Since the dipsticks were not made in accordame 
with the drawing, they could not have been receivd 
without the explicit approval of Grindle unless % 
drawing was changed (TR. 322). The end plugs? 
blocks were deleted by the ‘‘A’’ change in the dre 
ing and the change called for the ends of the dipstixs 
to be filled with cement (TR. 322). The change in # 
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rawing had to be made in this manner because under 
an American procedure, after the drawing had been 
ficially released on June 7, 1948, a change letter had 
» be prepared and changes made had to appear on 
ye drawing (TR. 110). Pan American made this 
aange to their drawing merely to accommodate Welch 
d for no other reason. 


fond 


| 
4. Price increases granted to Welch. 

The first dipsticks delivered by Welch were for the 
-54 transport and those dipsticks became a stock 
em as soon as they were accepted and placed in stock. 
‘an American then set up a minimum steck order 
oint and automatically reordered dipsticks for the 
-54 planes as needed (TR. 148). 


Shortly after the first dipsticks were delivered by 
Veleh, Pan American received some new airplanes, 
ne Boeing Stratocruiser B-377 and Grindle had a new 
tawing made up showing the dipstick assembly to 
e used for the B-377 plane together with the cali- 
ration chart. A copy of this drawing appears in the 
atent application file (Exhibit H-1). Grindle then 
utiated a requisition for the first order of Boeing 
ipsticks (TR. 149). 

Prior to the placement of the second order for the 
ipsticks with Welch by Pan American, Welch came 
9 Grindle’s office and stated that he was not doing 
90 well in manufacturing the dipsticks and had ac- 
lally lost money in making the first dipsticks for Pan 
imerican (TR. 149). Grindle then stated that Pan 
american was not interested in having Welch lose 
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money because if that were true he would not be ab 
to supply dipsticks to Pan American for any leng{ 
of time. Grindle then asked Welch how much ]} 
needed for making the dipsticks and Welch replic 
that he did not have all of his cost figures. Grind 
then volunteered a price of $3.80 and asked him if] 
could make out all right on that. Welch stated th 
such a price would be fine. The second requisition f 
the dipsticks for the Boeing airplane was therefo: 
issued for $3.80 each (TR. 149). 


Sometime after Welch had delivered the dipstie: 
for the Boeing aircraft at $3.80, he again came | 
Grindle’s office and stated that he was still not ma 
ing any money and asked if he could raise the pri 
Grindle replied that if Welch was going to raise t 
price again he would have to explain it in writing wj 
it was necessary. Grindle stated that he was workiy 
for Pan American and, therefore, could not encoura: 
Welch to raise his prices (TR. 151). Welch th 
wrote a letter (Exhibit 20) to Pan American dati 
February 10, 1949 explaining that he wanted to 7 
crease the prices on the dipsticks. 


This letter of February 10, 1949, gives the past he 
tory of the price increases on the dipsticks and statt 
that in consideration of the cooperation given by 
Pan American engineering department a price of $35 
was charged for the first dipsticks supplied to Pn 
American. This reaffirms Grindle’s testimony that Pi 
American was to receive a price consideration for 1 
permission to sell to other airlines given in the letz 
of June 10, 1948. , 


a 
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| Welch in the same letter explained that the produc- 
lie of the first 100 dipsticks resulted in a loss and 
it the second 100 dipsticks furnished to Pan Amer- 
can at $3.80 also resulted in a loss. Welch stated that 
since delivering the dipsticks for the last Pan Amer- 
ean order, he had made a complete cost survey and 
es at the conclusion that to make the business 
profitable he would have to sell the dipsticks for a list 
price of $6.50 each. He also stated that he had set up 
t price of $5.00 for each dipstick for sales to the 
Jovernment and for sales to manufacturers and dis- 
_ributors. He stated that he would furnish the dip- 
sticks to Pan American for the wholesale price of 
30.00 each thereby giving Pan American a price con- 
ideration of $1.50 for each dipstick. This also re- 
firms Grindle’s testimony that Pan American at all 
ames was to receive a price consideration (TR. 152). 


| After receiving the letter of February 10, 1949, from 
Welch, Grindle wrote a letter (Exhibit 21) dated Feb- 
ary 25, 1949, to the other Pan American divisions 
‘tating that the price on the dipsticks was to be $5.00 
sach to Pan American only and that other users would 
jay $6.50 each. The letter also states that the special 
wrice to Pan American was due to Pan American’s de- 
elopment assistance and that the price would hold firm 
bn all Pan American orders (TR. 153). 


‘6. Grindle’s transfer from the Engineering Department at Pan 
American. 


“ion of Technical Assistant to the Chief Fight Engi- 


\ 
i} On June 1, 1949, Grindle was promoted to the posi- 
eer. From that time on Grindle had nothing to do 
| 
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with the design and procurement of dipsticks by Par 
American (TR. 155-156). 


D. THE PILING OF THE PATENT APPLICATION BY WELC 
THE ISSUANCE OF PATENT NO. 2,534,644, THE DISCO 
ERY BY GRINDLE AND GRINDLE’S STEPS SUBSEQUEN: 
THERETO. 


1. The filing of the patent application and issuance. 


Welch caused a patent application to be preparer 
on Grindle’s dipstick and falsely swore under oatl 
that he was the original and first inventor or tru 
inventor. The application was filed on August li 
1949 and issued on December 19, 1950 (see soft cop 
of patent—Plaintiff’s Exhibit 2). 


2. Welch’s falsely dated drawing. 
The patent application was prepared by a My. Bale 
win Vale and Mr. Vale’s patent application file (D 
fendant’s Exhibit H-1) contained a copy of a drawl 
(Defendant’s Exhibit R-1) dated May 12, 1948. Wel 
testified that Klein had made the drawing at h 
request (TR. 550). On direct examination, Welch 
unable to reeall when the drawing was completed b 
stated that the drawing must have been made arour 
June of 1948 because the drawing shows square @ 
grooves rather than round grooves (TR. 552). 7 
following contradictory testimony appears on page # 
beginning with line 11 of the Welch deposition (H 

hibit 34): 
‘“‘Mr. Hohbach. Q. Who was the draftsmm 

for this drawing? 
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A. Lou Klein, my next-door neighbor. I have 
already furnished you with the address. 
Q. When was the drawing made up? 
A. When we were making up the dipstick. At 
the time we made up the first sample. 
Q. I see it is dated May 12, 1948. Was the 
drawing made up on that date? 
A. Well, I certainly would assume that it is 
the day [ signed the drawing.’ (Emphasis added.) 
“Q. That would mean that the drawing was 
made up prior to that, is that correct? 
A. It would have to be made up prior to the 
day I signed it, prior to the moment I signed it.”’ 
: (Emphasis added.) 


From this it is apparent that Welch testified that 
he drawing was made up on or before May 12, 1948, 
the date which it bore. Welch, however, admitted on 
lirect examination that he had falsely dated the draw- 


ig and that it was not made up on or before May 
2, 1948 (TR. 554). 


Defendant’s witness, Klein, also was unable to recall 
vrhen the drawing was made (TR. 532). Klein stated 
hat the drawing would have had to have been made 
iefore the fillers with radial grooves were made which 
vould have been before he saw fillers with radial 
rooves at Shaffer’s mills (TR. 532). Klein, however, 
as unable to recall that this was a fact but merely 
ated this contention was based on his opinion that 
e considered himself a perfectionist and that if the 
wvood fillers with radial grooves had been used at the 

ime he made the drawing, he would have shown 
ia erooves (TR. 532). 
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It is submitted that the drawing was falsely date 
by Welch for reasons hereinafter given and that th 
drawing was actually made at a much later date f 
convince Mr. Baldwin Vale, Welch’s patent agen 
that Welch was the inventor of the dipstick instea 
of Grindle. Klein’s assumption that he would hay 
Shown radius grooves instead of square cut groove 
if radius grooves had replaced the square cut groove 
in the fillers certainly does not establish the fact the 
the drawing was made by a certain date. In additio 
there is no corroborating evidence as to when tf 
erooves in the fillers were actually radiused. Klein 
and Welch’s testimony that the grooves in the fille: 
were radiused at a certain time is based only upon, 
receipt from Shaffer’s mill (Exhibit Q) which mere 
states that the Plastic Process Company was billed f 
500 lineal feet of wood cut to a ‘‘pattern.’’ This pa 
tern easily might have been a pattern with square & 
erooves rather than radial grooves. | 


The falsely dated drawing bears the notation ‘‘Prit 
No. 5.’’ Welch admitted that there were no other pr 
vious prints and that he had merely added the notati 
to add prestige to the drawing (TR. 554). 


After Welch retrenched from the position that i 
date of May 12, 1948 was the date the drawing ws 
made, he testified that the date of May 12, 1948 ws 
supposed to represent the date he conceived the ma 
parts of the dipstick (TR. 554). This is also untrt 
heeause the drawing shows much more than Welli 
had knowledge of on May 12, 1948, or by June f 
1948 (TR. 598-603). 
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) Welch contended that he was not aware on May 12, 
48, that end plugs were required for sealing the 
nds of the dipstick (TR. 570), yet end plugs are defi- 
ately shown on the drawing. Klein testified that the 
nd plugs in the drawing were shown in no particular 
Janner (TR. 540) and stated that the parallel lines 
st represented shading (TR. 540). 


‘It is submitted that the drawing actually shows 


inated end plugs of which Klein had knowledge, 
Mit not until a date much later than the time he testi- 
hd the drawing was made (TR. 540). 


Welch testified that one of the first types of lami- 

ated plugs used by him consisted of as many as eight 
Minations (TR. 475). The end plugs in the drawing 
iow the use of approximately 7 or 8 laminations (TR. 
16). Since Welch admitted that he did not begin 
sing laminated end plugs until the latter part of 
etober or the first part of November, 1948 (TR. 499), 
is apparent that the falsely dated drawing must 
fare been made after that date (TR. 696). 


+Klein testified that the cross sectional view of the 
sembly drawing (Exhibit R-1) of the dipstick was 
sown peculiar way of doing things (TR. 540). How- 
er, attention should be called to the amazing simi- 
rity between the assembly view shown in Grindle’s 
fawing D-32.061.114 and the assembly view shown in 
ie Klein falsely dated drawing. By the time the Klein 
Bering was actually made, Welch had received sev- 
‘al copies of drawing D-32.061.114. It was therefore 
ry possible that Klein could have seen one of these 
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copies of the drawing before he made up the drawir 
dated May 12, 1948. 


The falsely dated Klein drawing also shows a dir 
stick of the valve control type. On cross-examinatio 
Welch testified that he could not recall the time whe 
he first considered such a device (TR. 599). Wel 
however, 1n his deposition recalled a conversation wit 
Grindle concerning the use of dipsticks utilizing? 
Shrader type valve and that Grindle furnished hi 
with one of the valves at that time (Exhibit 34, pa 
47, lines 3-7). Welch also stated that the conversati 
could have taken place at any time from 1948 w 
through 1951 and admitted that it was safe to assw 
that the conversation took place after he had gottt 
into the production of dipsticks (Exhibit 34, page 4 
lines 7-26). Since Welch did not deliver his first d 
sticks to Pan American until August 12, 1948, f 
would place the conversation concerning the Shrae 
type valve after August 12, 1948. Klein admitted fh 
Welch had suggested the valve control model to hi 
when he was making up the drawing (TR. 694) whi 
would mean that Klein made up the drawing sore 
time after August 12, 1948. 


Welch at no time testified to what particular useit 
wished to make of the drawing which he had Kiin 
prepare. It is submitted that the falsely dated Kit 
drawing was made up for the specific purposed 
claiming the dipstick Grindle had developed. By ye 
senting an earlier dated drawing to his patent agat 
Mr, Baldwin Vale, Welch would be able to claim tat 
the dipstick invention was his even though all of he 


‘ 


43 


ther drawings then in existence on the dipstick bore 
qe name of Eugene L. Grindle, as designer. 


j If this were the case, it is safe to assume that the 
wawing dated May 12, 1948 was made up in the early 
pit of 1949 because the earhest contact Welch could 
with Mr. Vale was Welch’s check dated Feb- 
nary 7, 1949 which was used to pay for a patent 
varch. Welch admitted giving a copy of the Klein 
yawing to Vale (Welch’s Deposition, Exhibit 34, page 
i line 26 to page 53, line 1). A copy of the Klein 
fawing is in Vale’s patent file (Defendant’s Exhibit 
1). In the patent file is also a copy of the Pan 
merican drawing bearing a date of February 4, 1949 
R. 556) covering the dipstick which Grindle had 
»signed for the Boeing B-377 aircraft. By use of the 
urlier and falsely dated Klein drawing, Welch could 
isily claim that it was his invention involved in the 
tpstick and not the invention of anyone connected 
th Pan American. 


——— 


It is submitted that it is inescapable from the evi- 
mce to arrive at the conclusion that Welch falsely 
uted the Klein drawing so that he could claim that 
» was the true inventor of the dipstick. 


'GRINDLE DID NOT DISCOVER THAT WELCH HAD PATENTED 
HIS DIPSTICK UNTIL SEPTEMBER 28, 1953. 


It did not come to Grindle’s attention until Sep- 
mber 28, 1953 that Welch had patented the dipstick 
hich Grindle had disclosed to him. On September 28, 
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1953, Grindle was called to witness a calibration chee 
on the fuel tank quantities of the B-377 aircraft (TE 
156). When Grindle arrived at the scene of the tes 
William R. Burfeind, hereinafter called ‘‘ Burfeind’ 
who was in charge of the test, happened to notice the 
the dipstick he was using bore a patent number an 
called it to Grindle’s attention (TR. 157, corroborat 
by Burfeind TR. 653). 


This was the first knowledge Grindle had that Wel 
had patented the dipstick and it came as a comple: 
surprise to him (TR. 158, corroborated by Burfeir 
TR. 654). Burfeind was able to verify that the te; 
took place on September 28, 1953 from the rough dra 
of the test data that had been prepared during & 
test and which he had with him in court (TR. 654, 


F. GRINDLE’S ACTIONS AFTER HIS DISCOVERY THAT 
WELCH HAD PATENTED HIS DIPSTICK. 


1. Grindle’s call to Welch. 

After discovering that Welch had patented the di- 
stick which he had disclosed to him, Grindle at Is 
earliest opportunity called Welch and asked him wht 
right he had to patent the dipstick. Welch informd 
Grindle that 1t was no business of his and that 1@ 
dipstick was his invention (TR. 161). 


After discovering Welch’s hostile attitude, Grinle 
dug out the old files at Pan American and found lit 
the files had actually been inactive from the time tht 
he had last been on the project up to the time tit 
Burfeind had started the calibration test (TR. 16). 
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|, Welch’s overcharges to Pan American. 

i In going through the files, Grindle found Welch’s 
ptter dated February 10, 1949 (Plaintiff’s Exhibit 
0) in which Welch had agreed to sell dipsticks to 
Yan American for $5.00 each (TR. 162). Grindle then 
hecked with the supply department and found that 
Velch, contrary to his agreement, had gradually in- 
reased the prices of the dipsticks from the agreed 
slice of $5.00 until he was charging $12.50 (TR. 162). 
rior to this discovery, Grindle had no knowledge 
aat Welch had increased the prices on the dipsticks 
TR. 163). 


| As soon as Grindle discovered the tremendous over- 
narges Welch was making on the dipsticks, he took 
he files to Mr. George Fox, the legal officer at Pan 
merican. After a check with the accounting depart- 
rent, it was found that the Welch overcharges to Pan 
merican in a two year period were over $10,000.00 
MR. 162). Mr. Fox in examining the overcharge situ- 
tion found that each time that Welch had increased 
ne price on the dipsticks he had notified the supply 
partment at Pan American and that the supply de- 
artment subsequent thereto had issued purchase 
eders. Mr. Fox considered that this was tacit approval 
& the price increases and that, therefore, Pan Amer- 
an would have difficulty in recovering the over- 
larges in court (TR. 164). The supply department 
arsonnel at Pan American had never heen informed 
- the price agreement and for that reason did not 
valize that Welch was overcharging Pan American 
TR. 164), 


— 
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Mr. Fox informed Grindle that since Pan Amerie 
was not interested in pursuing the overcharge que 
tion, they would not be interested in pursuing 4] 
patent question for Grindle and that therefore Grind 
would have to pursue that question himself (TR. 316 


3. Grindle’s formation of an intent to manufacture and 5 
dipsticks and preparation for the manufacture and sale : 
dipsticks. 

When the overcharge matter came up, Pan Amé 

can made a cost study to determine whether it w 

feasible for them to go into the manufacture of di. 

sticks for their own use (TR. 315). After review? 

the cost study, Pan American decided they would x 

eo into the production of dipsticks (TR. 316). Aft 

Pan American made this decision, Grindle made | 

own independent study to see whether it would | 

feasible for him to go into the manufacture and st 

of dipsticks (TR. 315). After completion of his 01 

cost study, Grindle decided in October 1953 to go mj 

the manufacture and sale of dipsticks, particularly: 

Pan American (TR. 167). 


As soon as Grindle had completed a special des#@ 
project (TR. 317) he consulted with his patent att? 
neys on the possibility of taking action against We 
for fraudulently patenting his invention. He also 4 
eussed with them his undertaking the manufaeti 
and sale of dipsticks (TR. 317). His patent attormmya 
asked that he obtain a release from Pan American 
the invention because such a release in writing welt 
be desirable if legal action was to be taken agaist 
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Jelch (TR. 318). Grindle requested a release and 
yeeived a document (Defendant’s Exhibit A) which 
ated that all rights in the dipstick belonged to Grin- 
ye, with the exception that Pan American retained 
4 shop right (TR. 226). The release also stated Pan 
<merican’s policy in connection with inventions made 
i its employees which was an expression of policy 
4at has been in existence at Pan American for many 
»ars (TR. 138). Grindle was aware of this policy 
mg before he made the dipstick invention (TR. 188). 


After obtaining the release which carried a date of 
etober 6, 1954, Grindle authorized his patent attor- 
ays to write Welch requesting him to assign to Grin- 
le the patent he had fraudulenty obtained. After con- 
derable correspondence with Welch’s attorney, a con- 
rence was held in the offices of Flehr and Swain be- 
yeen Grindle and Welch, their respective attorneys 
“ing present (TR. 166). After some initial discussion, 
elch stated that he would not assign the patent to 
tindle. Mr. Flehr then asked Welch if he would 
Sosecute Grindle or bring action against Grindle if 
» were to produce a dipstick made in accordance with 
rindle’s drawing D-32.061.114 (Plaintiff’s Exhibit 
. Welch stated that Grindle could make a dipstick 
accordance with the extrusion drawing (Plaintiff’s 
xhibit 6) but that he would enforce his patent 
kainst Grindle if Grindle undertook the manufacture 
id sale of dipsticks made in accordance with Grin- 
es drawing J)-32.061.114 (Plaintiff’s Exhibit 8) 
(TR. 166). After the conference, Grindle authorized 
¢ filing of a suit against Welch. 


= 
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Prior to bringing legal action against Welch, Gru 
dle took all possible steps to prepare his corporatio. 
Deterjet Corporation, organized in 1951, for the mam 
facture and sale of dipsticks. Grindle immediate: 
gave an oral license to the corporation to manufactwy 
and sell dipsticks (TR. 319). He knew he could obtat 
the financing required from a group who had giva 
him financial assistance on other inventions (TR. 319, 


By the time of trial Deterjet Corporation had eat 
resources of approximately $10,000.00 which was ac 
quate for the manufacture and sale of dipsticks 1 
large quantities (TR. 170). Graduation scales had bez 
produced at an expenditure of approximately $500.0, 
tooling had been manufactured to make certain pais 
of the dipstick and special jigs had been prepared fr 
accurate assembly of the dipsticks. The corporatin 
had solicited and received quotations on all the cor 
ponents required for the dipstick and several prodv 
tion models had been prepared for demonstration 0 
customers (TR. 172). In addition to money expencd 
by the corporation, Grindle had devoted substantiay 
all his free time away from his job at Pan Americ 
in launching Deterjet Corporation into the manufe 
ture and sale of dipsticks (TR. 174). Deterjet Cors- 
ration at that time was manufacturing and sellinga 
vibrometer (Plaintiff’s Exhibit 22) to the airlines ad 
had been doing so for approximately 3 years (ht. 
170-171). 
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I. THE FINDINGS OF FACT AND CONCLUSIONS OF LAW 
| MADE BY THE DISTRICT COURT ARE CORRECT. 


The case was tried before the Honorable Edward P. 
‘turphy who had the opportunity to observe the wit- 
esses and to determine their credibility. 


' As pointed out in the Statement of Facts, there was 
mnflicting evidence on certain issues in the case. Ap- 
ellant, Welch, testified extensively in his own behalf 
vad the Honorable Edward P. Murphy had ample 
ypportunity to observe the conduct of Welch and to 
‘etermine the credibility of his testimony. 


| Judge Murphy, after carefully considering the evi- 
‘ence wrote a Memorandum Order (TR. 54-64) and 
herein gave the following comments on the. facts: 
| “Jy 1948 the plaintiff in the instant case, Grindle, 
an engineer employed by Pan American Airways, 
| developed at the request of his employer a dip- 
_ stick, or liquid fuel column gauge, which would 
render more satisfactory service than those then 
| in use. Grindle developed, apparently without 
knowing of the Hyde and Schmitt patents, a stick 
' which consisted essentially of several measuring 
| tubes, rather than one, joined in a single assembly, 
| and made of plastic. He then contacted the de- 
| fendant, Welch, at that time a representative for 
} a plastics products firm, and handed him detailed 
drawings and a mock-up sample of the stick he 
had designed, for the purpose of securing price 
quotations from the defendant’s employer. De- 
| fendant’s employer returned the plans with the 
report that the particular shapes of plastic re- 
quired to accommodate the plaintiff’s design 
would he too costly to manufacture, and sent along 
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several items of standard plastic tubing caller 
‘extrusions’, to inquire of plaintiff whether they 
would be adaptable to his needs. After some ex 
perimentation and consideration of various alter 
native expedients, plaintiff Grindle devised a di 
stick incorporating standard plastic extrusiol 
parts. In all essentials, the dipstick, as finally sub 
mitted by plaintiff Grindle to defendant Wele 
and the latter’s employer by means of a complet 
sketch and mock-up sample was the dipstick ir 
corporated ultimately in Patent No. 2,534,644. 


At the time of submission of the plans and mock-w 
of the dipstick to Welch, Grindle had no though 
of patenting the stick, and no desire to keep th 
device secret for purposes of personal commerei 
exploitation or for any other purpose. He unde 
stood that because of the development work dor 
by his employer, Pan American, through himsel 
the employer would receive a favorable purchas 
price quotation from the ultimate producer of tl 
stick, whether that producer was to be Welch 
employer or Welch himself. There was no di 
closure by Grindle to Welch of any confidenti 
nature which could lead to a recompensable brea 
of trust on the part of Welch. 


It appears that during the period of final deve 
opment of the dipstick, Welch had formed t 
plan to set himself up in the dipstick manufactu 
ing business. He did so, and commenced to supp 
dipsticks in conformity with the plans drawn ; 
Grindle. There were two minor variations on t 
stick as delivered and the stick as designed, a: 
these variations (consisting of the substitution 
radial grooves for square cut grooves in t 
wooden filler which spaced the two plastic meast’ 
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ing tubes inside the over-all square plastic housing 
tube, and of the substitution of plastic cement fill 
for the solid end plugs which Grindle had orig- 
inally designed to shut off the ends of the square 
housing tube) were accepted by Grindle for Pan 
American because they had no appreciable effect 
on the functioning of the dipsticks as designed by 
Grindle. They were minor details of construction 
or manufacture, ‘bugs’ that every manufacturer 
encounters in the construction of his products, and 
that are eliminated by altering minor details 
which leave the product as a whole unaffected. 
The same is true for the protrusion of the tubes 
beyond the end pieces. Any skilled mechanic, or 
any person who has had some experience in work- 
ing with plastics, could have accomplished the sub- 
stitution of the cement mass for the end plugs, 
and the radial grooves for the square cut grooves, 
as well as the protrusion of the tubes beyond the 
end seals. 


Welch commenced production of the sticks and 
made his first delivery to Pan American on Au- 
gust 12, 1948. That date marked the beginning of 
public use of the dipstick. Grindle was soon there- 
after assigned to other duties and took no further 
interest in the dipstick. Thereafter, on August 17, 
1949, Welch filed for a patent on the dipstick, 
swearing that he was the true inventor.”’ 


Findings 11 through 35 (TR. 66-70) of the Honor- 
ble Edward P. Murphy which cover substantially the 
ime facts as those recited in the quoted portion of 
ie Memorandum Order are amply supported by the 
vidence and should not be disturbed unless clearly 
rroneous, especially where the evidence is conflicting 
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and the credibility of witnesses is involved. Malloy e 
al. v. New York Life Insurance Co. (C.C.A. 1, 1939) 
103 F.2d 439; United States v. Appalachian Electri 
Power Co. (C€.C.A. 4, 1939), 107 F.2d 769; Occidenta 
Iife Insurance Co. v. Thomas (C.C.A. 9, 1939), 10) 
F.2d 876. 


O’Brien states in his manual of ‘‘Manual of Federa 
Appellate Procedure’’, third ed., 1941, page 20: 

‘*Where there 1s a conflict in the evidence and th 
court below reached its conclusions by determi 
ing the right of the evidence and the credibilit 
of the witnesses and giving due regard ‘to the or 
portunity of the trial court to judge of the credibil 
ity of the witnesses’, the Appellate Court will n 
say that the findings are ‘clearly erroneous’ ‘citin 
Cherry-Burrell Co. et al. v. Thatcher (C.C.A. 9 
107 F.2d 65, 69; Maryland Casualty Co. v. Star 
(C.C.A. 9) 109 F.2d 212, 214; Dant & Russell 4 
J. D. Halstead Lumber Co. (C.C.A.) 103 
306; Weber et al. v. Alabama-Califorma Go 
Mines Covet al. (C.C.AD9) 121 FX2d G63 ee 


The Honorable Edward P. Murphy properly r 
jected the contentions of Appellant, Welch, that F 
had made substantial contributions to the developmei 
of the Grindle dipstick. 


Judge Murphy also made the following Conclusio1 
of Maw (CER. 71); 

‘5, Patent No. 2,534,644 is void because th 

application was not filed by the true inventor. 

6. Patent No. 2,534,644 is void because the di- 

stick disclosed in the patent was in public use f 


more than one year before the application w 
filed. 
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7. Patent No. 2,534,644 is void because the dip- 
stick disclosed in the patent was published in 
drawing D-32.061.114 more than one year before 
the patent application was filed. 


8. Each of the three claims of Patent No. 
2,534,644 is invalid because it fails to define in- 
vention over the prior art, particularly Hyde and 
Schmitt.”’ 


—<- 


— 


——— 


j It will be shown that these Conclusions of Law were 
perectly made. 


7, PATENT NO. 2,534,644 IS VOID BECAUSE THE APPLI- 
CATION WAS NOT FILED BY THE TRUE INVENTOR. 


| There is no dispute that before Welch met Grindle 
2 knew nothing about dipsticks (Welch’s Deposition, 
Jlaintiff’s Exhibit 34, page 4, lines 2-3) (TR. 407). 
here is very little, if any, disclosure in the patent 
yhich the Appellant can claim as being of his own con- 
»ption. (See Statement of Facts in this Brief.) It is 
undisputed that Grindle had the original concept and 
eveloped a mock-up dipstick (replica shown in Plain- 
-ff’s Exhibit 5) which could be used as a suitable re- 
Paeement for the wooden dipstick then used by the 
itlines. This mock-up dipstick contained all of the 
asic features which are disclosed in Patent No. 2,534,- 
4. From this mock-up it is readily apparent that. it 
yas Grindle who conceived the original idea of enclos- 
ag a paper scale mounted on a wood filler within a 
‘lastic body and providing holes for fluid columns ad- 
acent these scales so that when fluid was lifted from 
he tank by closing the holes a reading could be made 
gainst the adjacent scale. 


i 
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Grindle redesigned the dipstick around the standar¢ 
extrusions suggested by Kerr and had drawin 
D-32.061.114 made up (TR. 105-111). The dipstied 
shown in drawing D-32.061.114 is substantially identi 
eal to the dipstick shown in the patent drawing exce 
that in the patent drawing the grooves are radiuse 
instead of being square and the end plugs are lami 
nated instead of being solid. 


Kerr’s suggestion to use the standard extrusion & 
itself was merely of a type to make the manufactur 
of the dipstick more economical and did not amow 
to invention. ‘‘ Walker on Patents’? (Deller’s Edition 
page 143; Risdon Locomotive Works v. Medart (1898 
158 U.S. 68. 


Even if we view the testimony of the Appellant an 
his witnesses in the most favorable light, it was Kei 
who suggested the use of the standard extrusions ¢01 
sisting of two round tubes and a square extrusion j 
place of the single extrusion proposed by Grindle ij 
his drawing A-14.123.116. Therefore, Welch cann 
claim this suggestion to be his contribution. Aga. 
viewing the testimony of Appellant and his witness 
in the most favorable light, it was Kerr who suggest 
the use of a wood filler with radiused grooves to a- 
commodate the round tubes. Welch therefore cann:i 
claim that this was his contribution. 


End plugs for sealing the ends of the dipstick we? 
used on Grindle’s first satisfactory mock-up dipstis 
(as represented by Plaintiff’s Exhibit 5). End plus 
were also disclosed in Grindle’s drawing D-32.061.14 
(Defendant’s Exhibit T) which were submitted 6 
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Velch. Welch contended that originally he did not 
mow that end plugs were required but admitted that 
e received this information from Grindle (TR. 607- 
09). Therefore Welch cannot claim this to be his con- 
ribution. Forming the end plugs out of a plurality 
f laminations was suggested by Rollins (TR. 297-298) 
nd therefore Welch cannot claim this to be his con- 
ribution. There was no testimnoy as to who suggested 
je use of a nail for holding the laminations in place. 
Welch on cross-examination admitted that he had 
ever used a nail for holding the laminations in place 


{ 
yi any of the dipsticks he manufactured and sold 


TTR. 616). It is, therefore, apparent that the use of a 
‘ail in this manner is unimportant. 


; From the foregoing, it is apparent that Welch did 


jot conceive or develop any of the material portions of 
ze liquid measuring gauge shown in the patent No. 


it The patent is therefore void because Welch 


alsely swore under oath that he was the original and 
rst inventor of the liquid measuring gauge disclosed 
Merein (30 U.S.C. 115). 


f PATENT NO. 2,534,644 IS VOID BECAUSE THE DIP. 
STICK DISCLOSED IN THE PATENT WAS IN PUBLIC 
1 USE FOR MORE THAN ONE YEAR BEFORE THE AP- 
| PLICATION WAS FILED. 


A. IN GENERAL. 
) The patent application for patent No. 2,534,644 was 
bea on August 17, 1949. It is well established that 
public use of the invention disclosed in the patent 
egan on August 12, 1948 (TR. 141-143). Since the in- 
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vention was publicly used for more than one yea 
prior to August 17, 1949, the date of filing of th 
patent application, the patent is clearly invalid unde 
the Patent Statutes, 35 U.S.C. 102; Algren v. Kalinsh, 
(C.A. 2, 1952), 197 B.2d 69. 


B. WELCH ADMITTED THAT CLAIM 1 WAS INVALID 
FOR PUBLIC USE. 


In the Answer (TR. 11-12), Welch admitted that h 
delivered dipsticks as defined in Claim 1 of the pater 
and that Pan American publicly used the same. Wele 
in the Answer (TR. 12-13) also admitted that Claim 
of the patent was invalid because the invention define 
therein was offered for sale, sold and publicly used i 
this country more than one year prior to the date « 
application for patent. Welch, in the Answer (TI 
13), however, denied that Claims 2 and 8 of the patel 
were invalid. 


C. CLAIMS 2 AND 3 OF PATENT NO, 2,534,644 ARE INVALID B- 
CAUSE THEY DO NOT DEFINE INVENTION OVER THE DI 
STICKS WHICH WERE PUBLICLY USED MORE THAN O18 
YEAR PRIOR TO THE FILING OF THE PATENT APPLIC 
TION. 

Welch admitted that the first dipsticks which wee 
publicly used by Pan American before August 17, 193 
were delivered to Pan American on August 12, 198 
(TR. 496). The ends of these dipsticks were packd 
with cellulose acetate butyrate and no blocks or lart 
nations were used (Welch Deposition, Plaintiff’s K- 
hibit 34, page 37, line 14 to page 38, line 13). Thee 


ot 


ipsticks were made in accordance with Grindle’s 
wawine D-32.061.114 (Defendant’s Exhibit P) except 
‘pr the fact that the ends were sealed with cellulose 
‘setate butyrate cement rather than with blocks as 
dled for on the drawing (Welch Deposition, Plain- 
ff’s Exhibit 34, page 39, line 19 to page 40, line 13). 


‘The ends of the dipsticks delivered on August 12, 
348 by Welch were distorted which was caused by 
| vaporation of the solvent during drying of the cement 
yg 473). To decrease the volume of cement required, 
Velch utilized a plurality of laminations and formed 
a into a plug as suggested by Rollins (TR. 475 and 
97-298). The use of these laminated end plugs is dis- 
osed in the patent No. 2,534,644 and claimed in 
‘aims 2 and 3 of the patent. Claim 2 calls for 
| ‘laminated plugs hermetically sealing the oppo- 
site ends of said body and consisting of superim- 
| posed layers of sheet material fitting the contours 
of said ends with adhesive cement interposed hbe- 
tween said layers which will exude and adhere to 
said body when said plugs are compressed against 
| the ends of said reinforcing bar.”’ 
1 Claim 3 uses similar language in claiming the end 
ae but also calls for 
_ “nails extending through the said plugs in oppo- 
site ends of said hody and penetrating the ends 
of said reinforcing bar and having heads hearing 
against said plugs for compressing said plugs 
' when said nails are driven into the opposite ends 
| of said bar respectively.” 


| 
| 


It is submitted that Claim 2 is invalid because it 
oes not define invention over the dipsticks which were 


| 
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publicly used more than one year before the filing ¢ 
the application for patent. Grindle’s drawing D-32 
061.114 (Defendant’s Exhibit P) originally called fe 
sealing the ends of the dipstick with 11/32” block ¢@ 
mented into the ends of the dipstick. Grindle, as a 
expert, testified that blocks of this thickness could 
made numerous ways none of which could be consi 
ered to amount to invention. He stated that they cou 
be extruded, machined, molded or made up of a plura 
ity of laminations cemented together to form a bloc 
(TR. 123-124). Grindle testified that laminations he 
been used extensively in the aircraft industry an 
other industries for many years and that in his opi 
ion forming a block of material from several lamin 
tions or layers of material was merely a mechanid 
expedient and certainly did not arise to the dignity f 
invention (TR. 123 and 184). The Honorable Edwal] 
P. Murphy properly held that 


‘‘the variations claimed in Claims 2 and 3 of te 
patent were changes of a sort which any mechan, 
in or out of the plastics field, might have devisi 
in the course of construction.’’ (TR. 59). 


The courts have repeatedly held that a change f 
form or the exercise of an expedient common to may 
diverse arts amounts to no more than the exercise f 
mechanical skill. Market Street Company v. Roliy 
(1895), 155 U.S. 621, 15 S. Ct. 224, 39 L. Ed. 2a 
Schinks Service v. Jones (C.A. 9, 1949), 173 F.2d 90: 
Emmet v. Metals Processing Corp. (C.C.A. 9, 194), 
118 F.2d 796; Palmer v. Kaye (C.A. 9, 1950), 185 Wd 
330. 
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4 Claim 3 differs from Claim 2 mainly in that it calls 
r nails extending through the plugs and penetrating 
ne ends of the reinforcing bar or filler. The specifica- 
yon in the patent states that the nail has a dual pur- 
ose in that it serves to hold the dipstick off of the 
pttom of the fuel tank and prevents sediment from 
vetting into the dipstick, and also serves to hold the 
sminations together (TR. 186). 


iThe use of a nail in this manner is objectionable 
by several reasons (TR. 187, 700). Welch himself ad- 
titted that he had never made dipsticks with a nail 
WR. 616). A claim in a patent must define an im- 
ovement having utility or it is invalid. 35 U.S.C. 
V1; Gillette Safety Razor Co. v. Windsor Manufac- 
ring Co. (C.C.A. 3, 1938), 97 F.2d 49. Since the use 
f such nails would be objectionable and since the nails 
lave little, if any utility, Claim 3 is invalid on this 
round alone. 


‘Claim 3 is also invalid for the same reasons that 
‘aim 2 is invalid. The mere use of a nail to hold a 
Biinated structure in place certainly cannot amount 
? invention (TR. 187). Vulcan Corporation v. Slipper 
ity Wood Heel Co. (C.C.A. 6, 1937), 89 F.2d 109. 


| 


VI. PATENT NO. 2,584,644 IS INVALID BECAUSE IT 
DOES NOT DISCLOSE INVENTION OVER DRAWING 
D-32.061.114. 


| Grindle’s drawing D-32.061.114 (Defendant’s Ex- 
mbit P) constitutes prior art as to Welch because 
+ was submitted to him on or about June 10, 1948, 
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well over one year before Welch filed the applicatio 
for patent. The drawing was published as to Welel 
when three copies of it were sent to Welch with th 
letter of June 10, 1948 (Plaintiff’s Exhibit 12). ] 
is well established that published drawings can } 
considered as part of the prior art. ‘‘Walker o 
Patents’’ (Deller’s Edition), page 269; Bishop & Bal 
cock v. Western Auto (C.C.A. 6, 1939), 105 F. 2d 88€ 
Des Rosiers v. Ford (C.C.A. 1, 1944), 148 F. 2d 90° 


Drawing D-32.061.114 discloses a dipstick which ° 
substantially identical to the dipstick disclosed i 
patent No. 2,534,644 except for the fact that t 
drawing discloses a solid end plug instead of fl 
laminated end plugs shown in the patent. 


Claim 1 of the patent reads directly on the dipstic 
disclosed in the drawing and therefore is clearly & 
valid. Claims 2 and 3 of the patent call for laminate 
end plugs instead of the solid plugs shown in th 
drawing. The use of such laminated end plugs 3 
merely a mechanical expedient and does not arp 
to invention and therefore Claim 2 is invalid. Clan 
3 in addition calls for the use of a nail exten 
ing through the end plugs and penetrating the en3 
of the reinforcing bar or filler. The use of sui 
common fastening means cannot amount to inventil 
and therefore Claim 3 is also invalid over the teac- 
ing in drawing D-32.061.114. Vulcan Corporation’. 
Slipper City Wood Heel Co., supra. 
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VII. EACH OF THE THREE CLAIMS OF PATENT NO. 
2,094,644 IS INVALID BECAUSE IT FAILS TO DE.- 
FINE INVENTION OVER THE PRIOR ART, PAR- 
| TICULARLY HYDE AND SCHMITT. 
: The Honorable Edward P. Murphy, in his Memo- 
‘andum Order (TR. 54-55), discussed the state of the 
ad ; 
rior art shown by the Hyde and Schmitt patents as 


ollows: 


i ‘*A patent issued as long ago as May 26, 1863, 
to one Hyde (No. 38,681) for a ‘cask gauge’ 
» described the essentials of the gauge as being a 
tube or cylinder ‘made of transparent glass, or 
fits equivalent, and left open at either end’, en- 
, ¢losed within the center of a square slitted rod 
' ‘made of wood, metal, gutta-percha, or any other 
suitable material, so that either end of the rod 
) shall be flush with the ends of the enclosed tube’, 
| and with suitable gauging scales marked on the 
four sides of the enclosing rod, each adapted to a 
particular type of cask, so that by observing the 
_ level of the fluid in the central measuring tube, 
- the content of the cask or vessel could be ascer- 
' tained. The operation of the device is the same as 
| that used by children playing with straws. The 
| tube is inserted vertically into the liquid to the 
| bottom of the vessel. The operator then closes the 
| top of the tube, either with his finger, or with 
some sort of valve, and withdraws the tube. The 
atmospheric pressure on the lower end of the 
| tube, as it is lifted from the liquid, retains the 
liquid in the tube (up to its point of specific 
eravity). Hyde in his 1863 patent said: 
| ‘It is evident that the height of the column of 
liquid thus confined in the tube will indicate 
the depth of its previous immersion in the 


62 


body of the fluid, and by comparing this colum 
with a properly graduated scale the quantit 
of liquid in any given cask or vessel can } 
accurately ascertained almost at a glance.’ 


In 1922 another patent was issued to one Schmi 
(No. 1,423,156) for essentially the same type ¢ 
hquid fuel column gauge, differing only in f] 
manner in which the central measuring tube 
supported by the outer structure upon which fl 
graduations are marked, and the slits in the out: 
structure through with the level of the liqul 
in the measuring tube may be observed.’’ 


The Hyde and Schmitt patents do show that t3 
basic idea of raising a liquid column by means of} 
hollow transparent tube and reading the height f 
the column on a properly calibrated scale adjacet 
the tube is old. It was therefore not error for Jude 
Murphy to decide that the variations in constructia 
shown in patent No. 2,534,644 were merely mechanic 
expedients and did not arise to the dignity of af 
vention. 


From the foregoing it is clear that patent bd. 
2,534,644 is void and invalid on several grounds. Ss 
stated by Judge Murphy in his Memorandum Orcr 
(TR. 59) patent No. 2,534,644 

‘was void and invalid because not filed by ‘te 

true inventor; because filed more than one yar” 
after the first public use of the product describd; 
because it does not teach invention over the prr- 
art disclosed by the Hyde and Schmitt patets 

referred to earlier. Each of these grounds of 
validity is sufficient in and of ttself to make ela | 
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| that the patent in question is void and of no 
| effect.’ (Emphasis supplied). 


—— 


| VIIl. APPELLANT’S OPENING BRIEF. 


In the following commentary Appellee will follow 
yppellant’s outline. Section A contains the comment 
wr Appellant’s Point I, Section B, the comment for 
= Point IT, ete. 


| 
i 
7 


‘The Honorable Edward P. Murphy correctly found 
jat there was a justiciable controversy between the 
arties. See Section I, F.3. of this brief for a reci- 
‘tion of the facts which had occurred by the time of 
jing the complaint on March 25, 1955 and the addi- 
onal facts which had occurred by the time of trial. 
n Amended and Supplemental Complaint (TR. 17) 
Jas filed and entered on March J, 1956 under Rule 
5(b) of the F.R.C.P. to conform to the evidence. 


? Under Rule 15(b) of the F.R.C.P., a motion to 
end to conform to the proof, can be made at any 
‘me after presentation of the evidence has begun and 
} frequently allowed during the course of trial after 
je close of testimony. Great Atlantic and Pacific Tea 
70. v. Jones (C.A. 4, 1949), 177 F. 2d 166; Section 49 
Federal Practice and Procedure’ by Barron and 
‘loltzoff. 


A. THERE WAS A JUSTICIABLE CONTROVERSY 
BETWEEN THE PARTIES. 
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Under the decisions, the facts as outlined in Seetio 
II, F.3. of this brief, and also as set forth in 
Amended and Supplemental Complaint are clear] 
sufficient to establish that there was a justiciable con 
troversy between the parties. The courts have r 
peatedly held that actual manufacture, use or sale 
not essential and that it is sufficient that the par 
charged is about to infringe or take some action whi 
is prejudicial to the interests of the patentee. Tre: 
mond Co. v. Schering Corporation (C.C.A. 3, 1941, 
122 F. 2d 702; General Electric Co. v. Refrigeratia 
Patents Corp. (D.C.W.D.N.Y., 1946), 65 F. Supp. G 
Aralac, Inc. v. Hat Corp. of America (C.C.A. 3, 1946 
166 F. 2d 286; Crowell v. Baker Oil Tools, iy 
(C.C.A. 9, 1944), 1438 F. 2d 1003; #. W. Bliss Co." 
Cold Metal Products Co. (D.C. Oln, 1955), 137) 
Supp. 676, 108 USPQ 47. 


Grindle’s act in giving an oral license to Detert 
Corporation was in itself an act of infringemel 
Moseley v. U. S. Appliances Corporation (C.C.A.), 
1946), 155 F. 2d 225; Toppson v. Tippany Refrig 
ator Car Co. (C.C.N.D. Ill, 1889), 39 F. 420; Trat 
v. Risdon Iron and Locomotive Works (C.C.A.9, 
1900), 102 F. 635. 


The mere fact that Deterjet Corporation did ot 
have on hand large quantities of plastic extrlisias 
for entry into large scale manufacture and saleot 
dipsticks certainly was not controlling. ; 

In the recent case of Crowell v. Baker Oil Tols, 
Inc., supra, in this circuit, Judge Denman noted tat” 
the District Court had found that the plaintiff 7as 


ates 
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pt a manufacturer, had no manufacturing facilities, 
Yd not have any employees and did not have any 
achinery with which to manufacture the device 
hich the plaintiff alleged infringed the patent in 
4 and which he desired to manufacture and sell. 
e also noted that the District Court found that the 
aintiff was not engaged in manufacturing the de- 
Yee which he desired to sell and which he alleged 
afringed the patent in suit and the plaintiff had 
») written or oral contract for supplies for manu- 
acturing the devices. Judge Denman then stated for 
ue court that ‘‘appellant’s making of several in- 
inging devices and his intent to cause the produc- 
‘on of more evidenced by his understanding with a 
‘iendly company to supply him with the necessary 
aterial is sufficient to invoke the right to sue the 
atent owner under the Declaratory Judgments Act.”’ 


| The Appellant makes the statement that the de- 


“i in Crowell v. Baker Oil Tools, Inc., 1s gener- 


ly recognized as being extremely liberal in its find- 
igs that an actual controversy existed but cites no 
pests for such a statement. Actually the Crowell 
Ase has been followed by a long line of decisions. 
2, Aralac, Inc., v. Hat Corp. of America, supra; 
eneral Klectric v. Refrigeration Patents Corp., supra; 
echnical Tape Corp. v. Minnesota Mining & Mfg. Co. 
See 2, 1952), 200 F. 2d 876; Archer v. United States 
WA. 9, 1954), 217 F. 2d 548. 
The bona fides of Grindle’s acts in entering into the 
anufacture and sale of dipsticks and the bringing 
‘ the present action certainly cannot be questioned. 
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Grindle definitely intended to enter into the many 
facturing and sale of dipsticks otherwise it woul 
have been foolhardy for him to have made the suk 
stantial expenditure of time and money to caus 
Deterjet Corporation to prepare for the large seal 
manufacture and sale of dipsticks and to have mad 
the substantial expenditure incurred by him for leg; 
expenses in bringing his claim for relief (TR. 228 


Grindle had been warned that his proposed actie 
to enter into the manufacture and sale of dipsticl 
which infringed patent No. 2,534,644 would be ¢o1 
sidered to be an act of infringement and that Wele 
would enforce his patent against Grindle. Welch gay 
this notice to Grindle during a conference betwea 
Grindle and Welch (TR. 166). Welch admitted a 
cross-examination that is was logical to assume that 2— 
would object to Grindle’s manufacturing and selliz” 
dipsticks of the type shown in drawing D-32.061.14 
(TR. 630). 

Appellant, in his Opening Brief, on page 12, adms 
that all of his remarks have been directed agairt 
the Complaint as originally filed, and that he [s- 
ignored the Amended and Supplemental Complait 
filed by Appellee. Appellee respectfully submits tht 
it is the Amended and Supplemental Complaint whh- 
should be considered rather than the Complaint1s 
originally filed. As pointed out above, the Amencd 
and Supplemental Complaint clearly sets forth fats” 
which constitute a justiciable controversy. The eri, 
if any, in the District Court finding that there waa 
justiciable controversy between the parties at 1 
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ame of filing the original Complaint is cured by the 
mended and Supplemental Complaint. 

‘Under the rules, if Appellee’s original Complaint 
hd been dismissed for the lack of a justiciable con- 
oversy, Appellee clearly would have had the right 
} file another complaint as soon as a justiciable con- 
eersy had arisen. Therefore, Appellant’s statement 
hat “Appellee’s conduct after March 27, 1955, was 
ilf-serving and ineffectual as a curative’ is without 
hsis. From the Federal Rules, it is clear that the 
Acts which existed at the time of the filing of the 
‘mended and Supplemental Complaint must be the 
acts which are to be considered in determining 
whether there was a justiciable controversy between 
ie parties. Otherwise, the filing of an Amended and 
upplemented Complaint would be of no value. Cer- 
tinly, the Federal Rules would not spell out a pro- 
tdure for a useless act. 


| 


| B. APPELLEE’S CLAIM FOR RELIEF CLEARLY 
l WAS NOT A STALE CLAIM. 


| Appellee fails to understand point No. IT of Ap- 
lellant’s argument. It would seem that on the one 
and the Appellant is arguing that there was no 
-isticiable controversy between the parties (Appel- 
int’s point I) and on the other hand, he is arguing 
‘at Appellee’s claim for relief was a stale claim 
jAppellant’s point IT). These two contentions are 
‘ametrically opposed to each other. An action for 
edaratory relief cannot be brought until a justiciable 
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controversy has arisen and until a justiciable contr 
versy arises, a claim for relief cannot become sta 
(Appellant’s term). 


A justiciable controversy clearly did not arise un 
the conference which took place in the offices of Fle! 
and Swain (TR. 166) in the early part of 1955. T 
Complaint was filed March 25, 1955. There was su 
a short time between the time when the justiciable ¢o 
troversy arose and the filing of the Complaint, th 
there can be no question of a stale claim. 


Appellant has apparently confused the issue f 
whether or not Appellee could bring a claim for relf 
under the Declaratory Judgments Act together wh 
the non-federal questions which were in the Cot 
plaint such as the claims for assignment of the pated 
and damages. These latter claims may have invohd 
the question of whether or not they were barred } 
laches. However, since these latter questions have ni 
been appealed by Appellee, they need not be considexd 
by this Court. 


Since Grindle could not bring suit to have patit 
No. 2,534,644 held invalid until a justiciable conte 
versy arose between the parties there can be no qs 
tion of laches in this case. The facts that the patnt 
issued on December 19, 1950, and that Grindle id 
not have actual notice of the patent until Septemel 
28, 1953 are not controlling. , 
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i C. THE LETTER OF JUNE 10, 1948, DID NOT 


: GRANT ANY PATENT RIGHTS. 


Appellant relies greatly wpon the wording in the 

Her of June 10, 1948, in which Grindle released the 
cpstick design to the Plastic Process Company to 
rirket as it saw fit. Welch had asked for such a re- 
lise and it was only given because it was Grindle’s 
fhef that Pan American would receive a price con- 
Sleration (TR. 136). 


Appellant makes the assertion that Grindle knew 
hat, under Pan American policy, Pan American 


“ned any asserted invention in the subject dipstick 
t the extent of Appellee’s participation in the con- 
sption and making of it, and knew that Pan Amer- 
in would continue to own it until Appellee impor- 
med it to grant a release of it, such as the one he 
stained some six years later (Defendant’s Exhibit 
)”. There is no support whatsoever for this state- 
pnt in the record. In fact, it is well established that 
! der the policy of Pan American, the invention be- 


ligs to the employee and the company has no interest 
is a shop right in such inventions (TR. 188). 
indle merely obtained the release at request of 
€msel to clarify any questions which might arise 
mR, 225). 


“Appellant also makes the unsupported statement 
titif Appellee had no intention of dealing or conyey- 
1x any possible rights he himself might have had, 
I had the duty at that time to reserve those personal 
Ishts by language inserted in the release or set up 
1 some separate paper delivered to Appellant. 
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It is untenable that anyone could construe the lett 
of June 10, 1948, as granting any patent rights 
Welch. Certainly the letter of June 10, 1948, could n 
be construed to give Welch the right to file a pate} 
application in his own name on the very inventig 
which Grindle had disclosed to him. 


In addition, it is submitted that Welch could cla 
no rights under the letter of June 10, 1948, because 
release was given to the Plastic Process Compag 
rather than to Welch as an individual. Welch was 1 
an employee of the Plastic Process Company but 
something akin to a manufacturer’s agent (TR. 60j) 
Welch, therefore, could not claim any rights un@, 
Plastic Process Company. 


The letter of June 10, 1948, cannot be relied u 
for another reason, in that there had been a total fa 
ure of consideration. Welch failed to live up to # 
price concessions that had been promised Pan Amé 
ean and, therefore, the release is no longer in effm@ 
Welch, for that reason, cannot rely upon this letter 
maintain that Appellee is estopped to maintain 
claim for relief. 


D. WELCH WAS NOT THE TRUE INVENTOR 
OF THE DIPSTICK. 


The adjudication that Welch was not the truel 
ventor was not clearly erroneous. 
Appellant in this section (Section IV) of his 
tries to leave the impression that Grindle devised ie 
type of dipstick and uses the word ‘‘concept”’ tan 


| 
| 
ce. 
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pe this type, and that Welch devised, patented and 
oited another type of dipstick. Such is not the 
s, as is clear from the facts. 


n the Statement of Facts in this brief, Sections 
B. and II.C., the various steps through which Grin- 
passed in developing the dipstick, including the 
duction of drawing D-32.061.114, were given. 


ppellant throughout his brief erroneously assumes 
t Grindle’s development of the dipstick ceased with 
making of a mock-up dipstick (a replica of which 
epresented by Plaintiff’s Exhibit 5), and the prep- 
tion of the extrusion drawing (Plaintiff’s Exhibit 
whereas, as a matter of fact Grindle continued with 
development of the dipstick and prepared draw- 
| D-32.061.114. As also pointed out in Appellee’s 
tement of Facts, it was Grindle’s invention which 
s disclosed in drawing D-32.061.114 and certainly 
| Welch’s. If anyone made a contribution toward 
commercial embodiment of the dipstick shown in 
wing D-32.061.114, it was Kerr, who suggested the 
of standard extrusions in place of the special ex- 
sion proposed by Grindle. Welch cannot even claim 
t he contributed the use of laminated end plugs 
tich are shown in the patent because that suggestion 
s made to him by Rollins. 


\ppeHant in his Opening Brief on pages 22, 23 and 
‘makes a comparison between Claims 1, 2 and 3 of 
. patent and what he assumes was Grindle’s inven- 
th. This is misleading because Grindle’s final devel- 
“nent of the dipstick is shown in drawing D-32.061.- 


‘and not in drawing A-14.123.116 and the mock-up 
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model (a replica which is shown by Plaintiff’s ] 
hibit 5). 


Claim 1 of the patent reads directly on the dipst 
shown in Grindle’s drawing D-32.061.114 as sho 


below. 
CLAIM 1 
Grindlea 
Drawing 
A liquid measuring gauge comprising D-32.061.14 


a tubular body of transparent material Yes 
a reinforcing bar within said body and = Yes 
having grooves therein and Yes 
eraduated scales on opposite sides 
of said grooves; Yes 
transparent measuring tubes within 
said grooves Yes 
with their opposite ends extending 
beyond the length of the body; and Yes’ 


plugs in the opposite ends of and her- 
metically sealing the ends of said 
body against the entrance of liquid 
within said body surrounding said 
measuring tubes. , Yes 


Claim 2 also reads directly on the dipstick show m 
the drawing except for the fact that it calls for lmr 
nated end plugs. The same is true for Claim 3 exept 
in addition it calls for nails extending throughthe 
plugs and penetrating the ends of the reinforcingnal. 


*With the exception that the tubes only extend out of on ent 
of the body. 
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Tese variations are minor details of construction and 
a expressed by Judge Murphy in his Memorandum 
inion (TR. 59) ‘‘were changes of a sort which any 
nchanic, in or out of the plastic field might have de- 
ved in the course of construction.”’ 


Appellant’s comparison of a Grindle device with 
Gaims 1, 2 and 3 of the patent is also misleading in 
tit Grindle’s mock-up dipstick (a replica of which 
‘shown in Exhibit 5) discloses the use of graduated 
dies and also discloses the use of transparent meas- 
uing tubes. The measuring tubes were incorporated 
i the tubular body. 


Appellant in his Brief also tries to give the im- 
ression that Grindle’s development of a dipstick was 
rely an idea. It is uncontradicted that Grindle de- 
vioped certain working models, for example, the 
rbek-wp dipstick (a replica of which is shown in 
laintiff’s Exhibit 5), and tested them and found them 
cerable. 


Appellant passes off lightly the fact that he patented 
Cindle’s invention. Appellant then states that if the 
‘atentee has neglected to credit one with inventive 
«tribution of the order that should have caused him 
t be included as a joint-inventor, the patent statutes 
jainly make provision for such a contingency.’”’ Ap- 
\liant, however, fails to point out that the statute 
ly makes provision for such a contingency where the 
Jint-inventor was omitted by error and without de- 
‘ptive intention on the part of the patentee. This is 
«actly the opposite of the present case in which 
“elch intended to claim the invention as his own and 
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falsely swore under oath that he was the true 1 
ventor. 


E. THE DIPSTICK WAS IN PUBLIC USE. 


Grindle clearly established that the first dipstie 
delivered by Welch on August 12, 1948, were plae 
in public use well before August 17, 1948, more th 
one year before the Welch application for patent ¥ 
filed on August 17, 1949. Welch himself searched 1@ 
records of Pan American (surreptitiously with¢ 
Grindle’s knowledge) (TR. 49) and found that th 
was no doubt that he had delivered his first producti 
dipsticks on August 12, 1948. Claim 1 read diree 
on the dipsticks which were publicly used and 
clearly invalid. Welch himself must have been of Tif, 
opinion because he filed a disclaimer to Claim 1 (1 
496-498). Claims 2 and 3 also read directly on the d® 
sticks placed in public use except for minor deta} 
(See this brief, Section V.) 


Judge Murphy properly denied the Appellant’s Toe 
tion to Reopen the Case for Further Evidence. ie¢ 
the Affidavits of Welch and Burke (TR. 25 and 32.ip 
which Appellant attempts to question the public s@ 
established by Grindle and corroborated by Plaintiff 
Exhibits 16 and 17. The Affidavits of Elijah V. Frsi 
Paul S. Stensen, John E. Davidson and Eugendll 
Grindle (TR. 37-53) clearly explain any questing, 
raised by the Affidavits of Welch and Burke. The uf 
davits explain that no significance can be attachecti 
the fact that the earlier dated receiving report carieil 
a higher serial number than the later dated receivns 
report. 


(69) 


[n addition, the motion to reopen the case was prop- 
y denied because the evidence which Appellant 
ight to introduce was not what 1s normally termed 
ewly discovered evidence’’. ‘*‘Newly discovered evi- 
ace’’ has been defined as ‘‘evidence of facts existing 
the time of trial of which the aggrieved party was 
susably ignorant’’ Umted States v. Bransen (C.C.A. 
1944), 142 W.2d 232. 


All of the allegedly newly discovered evidence which 
ypellant sought to have entered in the case would 
ve been available to Appellant before or during trial 
he had made a diligent search for it. The serial 
mbers of the receiving reports were apparent and 
2 fact that the earlier dated receiving report carried 
serial number higher than that of the number of the 
‘er receiving report could have been ascertained. The 
idence contained in the Affidavit of Francis J. 
arke could also have been obtained by Appellant be- 
ta or during trial. Appellant makes no contention 
tat this evidence could not have been obtained before 
¢ during trial of the present action had the Appel- 
lot been diligent in attempting to procure the same. 


Tt is well established that a motion for reopening a 
se will be denied where it appears that the degree of 
Hivity or diligence which led to the discovery of the 
‘idence after trial would have produced it had it 
hen exercised prior thereto. United States v. Bransen, 
4pra. Appellant is also required to rebut the pre- 
‘mption that there had been lack of diligence. United 
Mates v. Bransen, supra. 

t Appellant’s motion to reopen the case also must be 
mied because the alleged newly discovered evidence 
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would not produce a different result in the cag. 
United States v. Bransen, supra; EKastern Airlines 
U.S. (D.C. Del., 1953), 110 F.Supp. 499. At best, ty 
alleged newly discovered evidence is merely cumul 
tive as to the evidence already in the case and isi 
sufficient to warrant reopening the case. Kitchart 
Metropolitan Life Insurance Co. (C.C.A, 8, 1941), I) 
F.2d 497. 


F. PATENT NO. 2,534,644 IS INVALID OVER GRINDLE’S 
DRAWING D-32.061.114. 


Grindle’s drawing D-32.061.114 can be used to she 
that Patent 2,534,644 is invalid on the ground tk 
it does not define invention over the drawing. Te 
drawing was submitted to Welch with the letter # 
June 10, 1948 (Exhibit 12), and is therefore clear tli, 
Welch had knowledge of the subject matter of tis) 
drawing well before he filed the application for pateh 


G. PATENT NO. 2,534,644 DOES NOT DEFINE INVENTION ) 
OVER THE PRIOR ART. 


Appellant quotes from Grindle’s testimony in whit) 
Grindle stated that the “‘dipstick is still a good fugy 
tional device. To date, I haven’t seen anything bette”) 
It is only natural for Grindle to make this laudatey, 
statement since he himself was the inventor of i@ 
dipstick. The mere fact that it is a good, functioal 
device does not mean that the device arises to 2 
dignity of an invention. 


Appellant’s comparisons of the claims of the Weth 
patent with the Hyde and Schmitt references do ot 
give the Hyde and Schmitt references proper creit. 


a 


lyde and Schmitt both disclose a liquid measuring 
guge which includes a reinforcing bar (the square rod 
jin Hyde, supports 18 in Schmitt) the reinforcing 
r having grooves therein (the grooves in the rod B 
| Hyde, the viewing slots 20 between the supports 
J in Schmitt), graduated scales (on the rod B in 
lyde and on the supports 18 in Schmitt) and a trans- 
prent measuring tube (tube A in Hyde, and the 
tbe 11 in Schmitt). 


From Appellant’s analysis of the Hyde and Schmitt 
jitents, one would erroneously be led to believe 
tat none of these elements shown in the Hyde and 
Chmitt patents form a part of the dipstick dis- 
@sed in the Welch patent. 


‘In addition to the elements listed above, both the 
yde and Schmitt patents show to be old the idea 
. Yaising a liquid column by means of a hollow trans- 
prent tube and reading the height of the column on 
‘properly calibrated scale adjacent the measuring 
the. In view of these facts, it is submitted that it 
’s not clearly erroneous for the Honorable Edward 
. Murphy to decide that the variations in construc- 
mn shown in patent No. 2,534,644 over that shown 
Hyde and Schmitt were merely mechanical expedi- 
hts and did not represent a significant advance in 
‘e art. 

ee 

\ H. APPELLEE IS NOT GUILTY OF LACHES. 
Appellee submits that the question of laches is not 
fore the court in view of the fact that Appellee’s 
peal from the decision of the District Court has been 


jismissed with his consent. Certainly Appellant can- 
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not contend that the question of laches arises wi 
respect to the action by Grindle to have the pate 
No. 2,534,644 held void and invalid. Appellee had ; 
right to bring suit under the Declaratory Judgme 
Act until a justiciable controversy had arisen. Te 
claim for relief was filed a very short time after t 
justiciable controversy arose. 


I. APPELLANT SHOULD NOT BE AWARDED 
ATTORNEYS’ FEES. 


Appellant’s argument in connection with attorney) 
fees is irrelevant in view of the fact that Grind] 
action to have patent No. 2,534,644 held void and 1 
valid was obviously not a stale claim. Certainly 1) 
view of the unconscionable conduct of Appellant 
patenting Grindle’s invention, it cannot be contendd 


that Grindle’s action was vexatious and unjustifid) 


J. THE DISTRICT COURT’S ORDER REQUIRING APPELLAT 
TO DISCONTINUE THE PATENT MARKING OF THE DEVIGS) 
AND TO NOTIFY CUSTOMERS WAS PROPER. 

The action of the District Court in ordering Weil 
to discontinue marking of the devices with the patnt 
number and to notify his customers that the dipstis 
were not patented was proper. The District Cort 
refused to give Grindle an assignment of the patnt 
and the damages he requested (TR. 59-60) but lt 
that some relief should be given Grindle to equaze 
his business opportunity with that of Welch (R. 
63). The relief given by the court is just in viewoi 
the fact that the patent is void and invalid. Siee 
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b> patent is void and invalid, the subject matter dis- 
bised therein is in public domain. Customers for the 
dosticks have a right to receive this information. 

: 


Ls 
q 


IX. CONCLUSION. 

From the foregoing, it is respectfully submitted 
fat the Court of Appeals must affirm the judgment 
0! the District Court because the findings of the 
Istrict Court are supported by the evidence and are 
rt clearly erroneous. 


pune patent No. 2,534,644 is void and invalid on four 
soarate and independent grounds any one of which 
i sufficient. 


‘We believe that this Court must adopt the findings 
i the Learned Trial Judge, Edward P. Murphy, who 
Id the opportunity to see the witnesses and to de- 
drmine their credibility. 


Dated, San Francisco, California, 
September 27, 1957. 


7 Respectfully submitted, 
FLEHR AND SWAIN, 
| Pau. D. FLERR, 
i JOHN F. SwaIn, 
1 Harowp C. HoHpacH, 
i By Harorp C. Honpacu, 
i] Attorneys for Appellee. 
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Appendix 
EXHIBITS 
Brief Description 
of Exhibit 
Soft copy of Welch patent 2,534,644........ 
Dipstick formed by drilling a hole through 
solid 34” square plastic extrusion ......... 
wketeh of mock-up dipstick ................ 
Replica of mock-up dipstick ............... 
Pan American drawing A.14.123.116 dated 
April 28, 1948 prepared by Grindle......... 
Examples of standard plastic extrusions sub- 
CY VVCICN 20... eee ce ete cctv eee 
Pan American drawing D-32.061.114 showing 
ME CHAI SS ee eet tees 
Replica of dipstick submitted by Welch...... 
Quotation by Welch dated June 7, 1948 on 
Mipsticks for Pan American ................ 
Pan American Purchase Order No. 30-8017541 
Rumememe I B94 |. eet eee 
Original of Grindle letter dated June 10, 1948 
Pan American copy of Grindle letter dated 
eC) Te 
Pan American letter written by Grindle to 
Division Operation Managers dated June 14, 
Lyne bocce eee 


Pan American letter written by Grindle to all 
Station Operation Managers at Pan American 
Memecmoune 22, 1948 . 0... ccc cee cee 
Pan American Receiving Report No. 49700 
Memecmuoust 12, 1948.............. 2c eee 
Pan American Receiving Report No. 49986 
Meme mens, 12,1948 .................4-- 
Letter dated February 10, 1949 from Welch to 
ME TICAT 20. 5 ee ce eee 
Pan American letter dated February 25, 1949 


written by Grindle to other Pan American 
oe 


Page of 
Record 
Introduced 
in Evidence 


90 
94 
97 


si) 


105 


110 
121 


128 


131 
135 


135 


140 


Page 0 
Record 
Plaintiff ’s Brief Description Introdu 
Exhibit No. of Exhibit in Evide 
Dy Vibrometer manufactured by Deterjet Corpo- 


TatiOncn, 202 iss see ee ee 
25 Montoya sketch of mock-up dipstick......... 
34 Welch deposition ........... ee ee 


30 Plastic Process Company quotation dated May 
11, Toes to Pan American... .i55... eee 


Dependant Gre: Desemmeon Introd 
Exhibit No. of Exhibit in evide 


A Pan American release to Grindle dated Octo- 
ber 6, 1958 s2.050 4. sacs pee 


E Letter dated May 38, 1948 from Welch to 
Plastic Process Compaily .......25.- 40 eee 


i Letter of explanation dated May 11, 1948 
from Plastic Process Company to Welch..... 
J Letter dated June 9, 1948 from Welch to 
Plastic Process Campeny .. 3... eee 


k Letter dated June 23 from Welch to Plastic 


Process Company «....... ..ce ences 
L Welch Purchase Order to Plastic Process 
Company dated June 238, 1948 .............. 


O Letter dated May 14, 1948 from Welch to 
Plastic Process Company ... 26.00 eee 


Ie Pan American drawing D-82.061.114 before 
“A” change... .. ss 6 sies «see 


Q Bill from SWelter’s Mill) 2.7) 2 ee 


ae Letter dated June 28, 1948 from Plastie 
Process Company to Welch ...o7ee eer 


H-1 Welch patent application file ............... 
R-1 Welch drawing dated May 12, 1948 ......... 


*Indicates introduced for purpose of identification only. 


